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The Current Law of Trade-Marks and Unfair 
Competition in the United States 


This publication, issued monthly, contains all current decisions 
of the law of trade-marks, trade-names and unfair competition in 
the courts of the United States, and of the several States and in 
the United States Patent Office. The text of opinions, other than 
Patent Office decisions, is given in full so far as they relate to 
trade-marks, or allied subjects, with references to the official or 
other reports, if any, in which the cases are to be found, and with 
annotations and cross references, designed to illustrate the develop- 
ment and assist in the study of this branch of the law. 

It likewise contains the text of all legislative enactments of the 
several state legislatures, and of the federal congress, relating to 
the subject. 

Thus the publication embraces the entire body of current law 
in this important field within the United States, as announced by 
courts and legislative bodies from year to year. It includes also 
all treaties and conventions relating to trade-marks to which the 
United States is a party. Each annual volume is completed with 
an index, digest and table of cases, that makes its contents readily 
accessible for reference. To these has been added a cumulative 
table of citations covering all the cases reported in the publication 
from the beginning. This feature adds immeasurably to the useful- | 
ness of the publication and to the availability of the material con- 
tained in it. 

It is intended primarily for the use of lawyers and is edited 
with a view to their needs and requirements. The subscription 
price is SIX DOLLARS per year in the United States and Mexico; 
for other countries, add FIFTY CENTS. 

A limited number of volumes for previous years can be furnished 
at the following prices: 


Brown Cloth 

Brown Buckram 

Digest, vols. 1-14, inc. (either binding) 
Digest, vols. 15-26, inc. (either binding) 


Add to the above prices two and one-half percent for each year 
elapsed since year of publication, except in the case of the Dicesrt. 
Transportation extra. 


Tue Unirep States Trape-Mark Association, 
Publication Office, 187-189 College St., Burlington, Vt. 
Editorial Office, 32 Nassau Street, New York City. 


Address all communications to 32 Nassau Street, 
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Manoney, Liguor Controt ComMMIssIONER Vv. JosEPH TRINER 


CoRPORATION 
United States Supreme Court 


May 23, 1938 


TrapE-MarkKs—FeEpeRAL REGISTRATION-—STATE STATUTES, MINNEsora—Con- 
STITUTION ALITY. 


Chapter 390, Minnesota Statutes, which prohibits the importation of 
intoxicating liquors unless the brands affixed thereto are registered in 
the Patent Office, held constitutional. 

For decision below, see 25 T.-M. Rep. 438. 
In equity. Appeal from the United States District Court, Dis- 
trict of Minnesota. Reversed. 


William S. Ervin, Attorney General of Minnesota and Roy C. 
Frank, Assistant Attorney General, for appellant. 

Carl W. Cummins (Ray E. Cummins, with him on the brief), for 
appellee. 

Omer S. Jackson, Attorney General of Indiana and 4. J. Steven- 


son filed brief for the State of Indiana as amici curiae. 


Branpeis, J.: Section 2 of the Twenty-first Amendment to the 
Federal Constitution provides: 

The transportation or importation into any State, Territory, or posses- 
sion of the United States for delivery or use therein of intoxicating liquors, 
in violation of the laws thereof, is hereby prohibited. 

The adoption of the Amendment was proclaimed December 5, 
1933. In February, 1934, Joseph Triner Corporation, an Illinois 
corporation engaged there in the manufacture of intoxicating liquors, 
complied with the Minnesota foreign corporations law; secured from 
the Liquor Control Commissioner a license to sell such liquors within 
Minnesota at wholesale; and thereafter carried on in that State the 
business of selling to retailers liquors manufactured by it in Illinois. 
The Legislature of Minnesota enacted Chapter 390, approved April 
29, 1935, which provides: 

No licensed manufacturer or wholesaler shall import any brand or 
brands of intoxicating liquors containing more than 25 percent of alcohol by 


volume ready for sale without further processing unless such brand or 
brands shall be duly registered in the Patent Office of the United States. 
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The business of Joseph Triner Corporation in Minnesota in- 
cluded selling many brands of liquors containing more than 25 per- 
cent of aleohol which had not been registered in the Patent Office; 
and at the time of the enactment of the statute it had there a stock 
of such liquors. To enjoin the Liquor Control Commissioner of 
Minnesota from interfering with the business, it brought this suit in 
the federal court for that State; alleged that the statute of 1935 
violated the equal protection clause of the Fourteenth Amendment 
of the Federal Constitution; alleged danger of irreparable injury; 
and sought both a preliminary and a permanent injunction. The 
several state officials charged with the duty of enforcing the statute 
were joined as defendants. 

The case was heard by three judges under Section 266 of the 
Judicial Code. The court, holding that it had both federal and 
equity jurisdiction, granted a preliminary injunction, 11 F. Supp. 
145; and later a permanent injunction, 20 F. Supp. 1019. The state 
officials appeal to this court. The sole contention of Joseph Triner 
Corporation is that the statute violated the equal protection clause. 


The state officials insist that the provision of the statute is a reason- 


able regulation of the liquor traffic; and also, that since the adoption 


of the Twenty-first Amendment, the equal protection clause is not 
applicable to imported intoxicating liquor. As we are of opinion that 
the latter contention is sound, we shall not discuss whether the 
statutory provision is a reasonable regulation of the liquor traffic. 

First. The statute clearly discriminates in favor of liquor 
processed within the State as against liquor completely processed 
elsewhere. For only that locally processed may be sold regardless 
of whether the brand has been registered. That, under the Amend- 
ment, discrimination against imported liquor is permissible although 
it is not an incident of reasonable regulation of the liquor traffic, was 
settled by State Board of Equalization v. Young’s Market Co., 299 
U. S. 59, 62, 68. There, it was contended that, by reason of the 
discrimination involved, a statute imposing a $500 license fee for 
importing beer violated both the commerce clause and the equal pro- 
tection clause, In sustaining its validity we said: 
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The words used [in the Amendment] are apt to confer upon the State 
the power to forbid all importations which do not comply with the condi- 
tions which it [the State] prescribes. 

The plaintiffs argue that limitation of the broad language of the Twenty- 
first Amendment is sanctioned by its history; and by the decisions of this 
court on the Wilson Act, the Webb-Kenyon Act and the Reed Amendment. 
As we think the language of the Amendment is clear, we do not discuss 
these matters. ... 

The claim that the statutory provisions and the regulations are void under 
the equal protection clause may be briefly disposed of. A _ classification 
recognized by the Twenty-first Amendment connot be deemed forbidden by 
the Fourteenth. 


Second. Joseph Triner Corporation insists that the statute is 


unconstitutional because it permits unreasonable discrimination be- 
tween imported brands. That is, the registered brands of other 
foreign manufacturers may be imported while its unregistered brands 
may not be although “identical in kind, ingredient and quality.” 
We are asked to limit the power conferred by the Amendment so 
that only those importations may be forbidden which, in the opinion 


of the court, violate a reasonable regulation of the liquor traffic. 
To do so would, as stated in the Young’s Market case, p. 62, “involve 
not a construction of the Amendment, but a rewriting of it.” 

Third. The fact that Joseph Triner Corporation had, when the 
statute was passed, a valid license and a stock of liquors in Minnesota 
imported under it, is immaterial. Independently of the Twenty-first 
Amendment, the ry had power to terminate the license. Mugler 

. Kansas, 123 U. S. 623; Premier-Pabst Sales Co. v. Grosscup, 298 
U. S. 226, 228. 


Reversed. 


Mr. Justice REED concurs in the result. 


Mr. Justice Carpozo took no part in the consideration or decision 
of this case. 
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LEKTRO-SHAVE CORPORATION v. GENERAL SHAVER CORPORATION 
United States Circuit Court of Appeals, Second Circuit 


November 1, 1937 


Unrair CompPetition—JURISsDICTION OF CourTs—EvimpEN CE. 

As the question of secondary meaning and confusion, as well as non- 
functional shape of part of defendant’s advice, are based on letters and 
affidavits alone, the decision was reversed and case remanded for new 
trial. It must be shown that confusion is created and irreparable damage 
suffered by plaintiff before defendant is enjoined. 

Unrair Competition—Dress or Goons. 
If the hexagonal shape of appellant’s razor is functional, he may use it. 


In equity. Appeal from the United States District Court, Dis- 
trict of Connecticut. Modified. 


Samuel E. Darby, Jr., and Carlos Ellis, Jr., both of New York 
City, for appellant. 

Stanley Osserman and A. M. Lowenthal, both of New York City, 
for appellee. 


Before Manton, Swan and Cuasg, Circuit Judges. 


Per Curtam: The appellee’s bill asks for a preliminary and 


permanent injunction enjoining appellant from manufacturing, dis- 
tributing, advertising, and selling its electric shaving device with its 
round head or any shaving head similar to the appellee’s. The court 
below granted a temporary restraining order on motion relying prin- 
cipally upon the pleadings and affidavits submitted. 

The court found that the appellee had expended large sums of 
money in developing, manufacturing, advertising and selling its 
shaver; that it sold upwards of 500,000 in the United States and 
foreign countries; that practically all of its advertising featured its 
shaver as having “a round shaving head’’; and that this had become 
a distinguishing feature of its product associated in the minds of the 
public with the appellee as its maker. 

The appellant manufactures the “Remington Close-Shaver,”’ 
which is also an electric apparatus, having a head claimed to be of 
a shape confusingly similar to the shaving head of the appellee. 
The court found that the appellant’s shaver differed from the appel- 
lee’s only in that it lacked the longitudinal slot in the housing within 
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which the movable cutter operates; that the housing had a plurality 
of flattened surfaces which are almost invisible to the naked eye 
and appears to be round; that the cutter housing has two combing 
edges which do not change its general cylindrical appearance; also, 
that the appellant’s movable cutter has only a reciprocating motion 
while the appellee’s has a reciprocating and oscillating motion. 

The court found that the cylindrical form of the movable cutter 
of the appellee’s device is necessary for the proper operation of its 
shaver, for the reason that no other shape would permit the cutter 
to move to and fro and at the same time oscillate. But the District 
Judge found the cylindrical shape to be unnecessary for the appel- 
lant’s device because the cutter had only a reciprocating motion; that 
any other shape could be used in appellant’s shaver head and a 
cutter otherwise shaped could operate just as efficiently as a cylin- 
drical one. The court found that the appellant had no occasion to 
use appellee’s combination and unnecessarily and knowingly imitated 
its rival shaver head in a nonfunctional feature, and granted the in- 
junction. 

The court found that an ordinary purchaser acting prudently 
would be deceived into confusing the two products. However, the 
defendant’s president testified that the head of appellant’s razor, 
which on close inspection can be seen to be hexagonal, though it has 
a cylindrical bore running through it, was functional; and no witness 
was called to contradict this testimony. If the hexagonal shape is 
truly functional, the appellant may use it. dA. C. Gilbert Co. v. 
Shemitz, 45 F. (2d) 98 [20 T.-M. Rep. 120]. 

The District Court’s findings are based upon letters sent to the 
appellee by customers. Affidavits as to the merchandising and opera- 


tion of the shaver, the cost of advertising and salesmen, were sub- 


mitted. Injunctive relief should be granted here only on testimony 


taken which would satisfactorily convince the trial court that the 
trade had come to recognize and distinguish appellee’s electric shav- 
ing device by its round head; that by advertising and sales it had at- 
tained a secondary meaning among consumers, the public, and deal- 
ers; that appellee’s round shaving head oscillates and reciprocates 


and gives, as appellee advertises, a round head shaver; that the round 
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shaving head of appellant’s device is non-functional ; that appellant’s 
manufacture and sale of the round shaving head deceives and mis- 
leads the public into believing that it is the Packard shaver and will 
deceive purchasers into believing that it will give “a round head 
shave” when in fact, being a reciprocating one only, it does not do 
so. It must be shown that confusion is created and irreparable 
damage suffered by appellee before the appellant is enjoined. Rush- 
more v. Manhattan Screw & Stamping Works, 163 F. 939,19 L. R. A. 
(N.S.) 269 (C. C. A. 2); Yale & Towne Mfg. Co. v. Alder, 154 F. 
87 (C. C. A. 2); Harvey Hubbell, Inc. v. General Elec. Co., 262 F. 
155 (D. C.S. D. N. Y.) [10 T.-M. Rep. 164]; Rushmore v. Badger 
Brass Mfg. Co., 198 F. 379 (C. C. A. 2) [2 T.-M. Rep. 489]. 
Because the findings made as to secondary meaning and con- 
fusion as well as the non-functional feature of the round head as used 
by the appellant are based upon letters and affidavits alone, we must 
reverse and direct a new trial. The issues should be tried promptly. 
A new trial will afford an opportunity to examine and cross-examine 
the witnesses who are called to establish these respective claims. 
The temporary injunction granted will be reversed, with direc- 
tions to grant a preference to the trial. That part of the order deny- 
ing the motion to dismiss the bill is affirmed. 


Joun Morrett & Company v. Doyte, ET AL., doing business as 
Doy.e Packine Co. 


United States Circuit Court of Appeals, Seventh Circuit 
May 9, 1938 


Trape-Marks—Decision or Court or Customs aNp Patent AppEats—Nor 
Res ApJupDICATA. 

A decision of the Court of Customs and Patent Appeals granting the 
right to register held not res adjudicata in a suit to determine right to 
use the trade-mark concerned. 

Trape-M arks—INFRINGEMENT—RIGHT TO Recister Versus Ricut to Use. 
As distinguished from facts determining the right to register one of 
two trade-marks, the right to use either mark must depend on the man- 


ner of its use and the general appearance of the respective labels used 
therewith. 
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Trape-Marks—“StronG Heart” anv Picrure or DoG anp “Rep Heart’ on 
Picrure or Heart—Non-Conruictinc Marks. 

A trade-mark consisting of the word “Strongheart,” shown above the 
picture of a dog in a circle, held not to be deceptively similar to a trade- 
mark consisting of the words “Red Heart” shown on picture of a heart. 

In equity. Appeal from the United States District Court, 
Eastern District of Illinois, in a suit to enjoin alleged trade-mark 
infringement. Reversed. 


Edward S. Rogers, William T. Woodson, James H. Rogers and 
Donald S. Baldwin, all of Chicago, Ill., for defendants- 
appellants. 

Edward G. Fenwick, Charles R. Fenwick, Harold F. Kindley 
and Horace E. Gunn, all of Washington, D. C., for plaintiff- 


appellee. 
Before Sparks, Masor and Treanor, Circuit Judges. 


Masor, C. J.: This is an appeal from an order granting an in- 
junction and accounting in a trade-mark case. The plaintiff is a 
packer of meat and food products, while the defendants are dog 
food manufacturers. 

Plaintiff, as early as 1899, registered the word “Heart” in asso- 
ciation with the outline of a heart for cured meats. Afterwards, 
similar registrations were made for a wide variety of products in- 
cluding dairy, hog, stock and poultry feeds of various kinds. On 
May 17, 1932, plaintiff filed an application in the United States 
Patent Office for the words ““Red Heart’’ and the picture of a heart 
in connection with dog food which matured into Registration No. 
308,670, dated December 12, 1933. Application for the words “Red 
Heart” alone was filed April 26, 1934, maturing in Registration No. 
317,414, dated September 25, 1934. Plaintiff's first use of the 
trade-mark, ““Red Heart,’ on dog food was in April, 1932. The 
mark, at that time, consisted of the words “Morrell’s Red Heart 
Brand,” displayed upon the representation of a Red Heart. Plain- 
tiff’s trade-mark for dog foods adopted in January, 1934, consists 


of the words “Red Heart” alone superimposed upon the representa- 
tion of a Red Heart. 
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Defendants adopted the trade-mark “Strongheart” August 4, 
1932. At that time they had established brands such as “Doyle’s 
Supreme,” “Rowdy” and “Cal Chow.” This trade-mark was used 
only in connection with the picture of Strongheart, the motion pic- 
ture dog featured in several motion pictures from 1921 to 1926. The 
mark was in the form of a circle, with the picture of the dog in the 
center and the word “Strongheart’” appearing in a semi-circular 
form above the picture of the dog. The latter mark was colored in 
gray in contrast to plaintiff's color of red. 


Defendants under date of October 11, 1932, filed an application 
in the United States Patent Office for registration of the trade-mark 
“Strongheart” for dog and cat food, which mark was opposed by the 
plaintiff on December 14, 1932. The Examiner of Interferences 
held the word “Heart” was a dominant feature of both marks and 


that there was likelihood of confusion. Upon appeal this holding 


was affirmed by the Commissioner of Patents, and upon further ap- 
peal the Court of Customs and Patent Appeals, under date of 
March 29, 1937, affirmed the decision of the Commissioner of 
Patents. (Doyle v. John Morrell and Company, 88 F. (2d) 721 
{27 T.-M. Rep. 260]. 

Plaintiff's bill pleads the decisions of the Patent Office tribunals, 
including that of the Court of Customs and Patent Appeals and urges 
the position that the decision of that court is final and res ad judicata 
in the instant suit and that as a result thereof, defendants are 
estopped to urge and present evidence in an attempt to show there is 
no likelihood of confusion in trade between the respective parties. 
The District Court sustained plaintiff's contention. (John Morrell 
& Co. v. Doyle, et al., 20 Fed. Supp. 110) and found as a conclusion 
of law: 

Where the Patent Office is authorized by statute to decide certain issues 
and the parties submit the jurisdiction and the issues are decided, the find- 
ings become res adjudicata as to the issue of fact and law in a technical 
trade-mark infringement suit where the parties, the marks, and the goods 
are the same. 

We must first dispose of the question as to whether this is a cor- 
rect pronouncement of law. In thus determining, it is material, 


but perhaps not conclusive to ascertain whether the issue before the 
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Court of Customs and Patent Appeals was the same as that here 
presented. There, as we understand, the court was considering 
merely the words “Red Heart’ and “Strongheart’” unaccompanied 
by other features? The court on page 721 said (88 F. [2d] 721): 

As the issue comes to us, the only question to be determined is that of 
likelihood of confusion in trade by reason of the similiarity of the marks. 
Upon this we think there is small room for doubt. 

It seems apparent that the court did not consider the manner in 
which defendants’ mark was used, but was dealing merely with the 
naked word “Strongheart.’’ ‘Thus, on page 722, it is said: 

These pictures, however, being no part of the marks, are not of partic- 
ular importance in this statutory proceeding. We have simply compared 
the naked marks with each other, and from the comparison it seems to us 
unquestionable that there is likelihood of confusion in trade from their use 
upon identical goods. 

The issue there was merely the right to register, while here is 
presented, as disclosed by plaintiff's bill, the right to the use of the 
word “Strongheart” in connection with the manufacturing and sale 
of dog foods, from which it necessarily follows that it is the use 
which is complained of. No damages could be predicated upon the 
use of the word “Strongheart’”” without taking into consideration 
the manner and circumstances surrounding its use. The Court of 
Customs and Patent Appeals, as its opinion clearly indicates, and as 
was incumbent upon it, in determining defendants’ right to register, 
reached the conclusion that there was likelihood of confusion in 
trade by reason of the similarity of the marks. This was nothing 
more than an opinion, the accuracy of which only the future might 
reveal. It was not a determination of an existing or passed fact or 
event, but was of a speculative nature as to what was likely to sub- 
sequently occur. The issue here is not what may occur, but what 
has actually taken place. The bill is thus predicated, otherwise no 
cause of action is stated. We think the cases cited and relied upon 
by plaintiff and which seem to have been controlling in the mind of 
the District Judge, may generally be distinguished as cases where 
the Patent Office and the Court of Appeals of the District of Colum- 
bia (now Court of Customs and Patent Appeals) were dealing with 


questions of fact rather than opinions speculative in nature. Typi- 
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cal of such cases is Morgan v. Daniels, 153 U. S. 120, where the 
question before the Patent Office related to priority of invention. 
That issue was one of fact capable of precise determination. Even 
then, the Supreme Court only held ‘“‘the decision there made must 
be accepted as controlling upon that question of fact in any sub- 
sequent suit between the same parties, unless the contrary is estab- 
lished by testimony which in character and amount carries thorough 
conviction.” Even on this issue of fact the court was far from 
holding that a determination of such was res adjudicata. 

Other cases cited by the District Court merely go to the extent 
of holding that the decision of the Patent Office upon a question of 
fact is entitled to great weight. Among these is that of Brass Manu- 
facturing Company v. Hackney, 75 F. (2d) 689, where this court 
on page 691 said: 

But where the contested issue in the two proceedings (the interference 
and the infringement suit) is the same, and the disputed issue of fact is 
identical, why shouldn’t the determination of the contest in the Patent 
Office assume well-nigh dominating importance in the determination of the 
infringement suit? 

There are numerous authorities in support of defendants’ con- 
tention that the proceedings or decisions by the Commissioner of 
Patents or the Court of Customs and Patent Appeals, as it is now 
known, is not final or res adjudicata. In Postum Cereal Company v. 
California Fig Nut Company, 272 U. S. 693 [17 T.-M. Rep. 27], 
the court on page 698 said: 


The decision of the Court of Appeals under § 9 of the Act of 1905 is 
not a judicial judgment. It is a mere administrative decision. It is merely 
an instruction to the Commissioner of Patents by a court which is made 
part of the machinery of the Patent Office for administrative purposes. In 
the exercise of such function it does not enter a judgment binding parties 
in a case as the term case is used in the third article of the Constitution. 


In Procter §& Gamble Company v. J. L. Prescott Company | 26 
T.-M. Rep. 445], we find this pertinent comment: 


The Patent Appeals Court determines the correctness of the Commis- 
sioner’s ruling on registrability of the trade-mark, whereas the jurisdiction 
of the district and circuit courts involves the right to use. 

In the decision of that court it is apparent that the question of opinion 
and supposition was controlling. 


The Court of Customs and Patent Appeals itself recognizes that 
its decisions are not conclusive and has frequently said so. In Good- 
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rich Co. v. Kenilworth Mfg. Co., Inc., 40 F. (2d) 121 [29 T.-M. 
Rep. 271], page 122 is found this striking statement by Judge Gar- 
rett: 

The function of the Commissioner of Patents in administering the Trade- 
Mark Act is administrative in character. It is derived wholly from the 
statute, and he is governed by its terms. The jurisdiction of this court in 
the cases appealed from the Commissioner is likewise purely statutory and 
we are limited in the same way that the Commissioner is limited. Vide 


Postum Cereal Co. v. Calif. Fig. Nut Co., 272 U. S. 693, 698, 699, 47 S. Ct. 
284, 71 L. Ed. 478. 


The duty of the Commissioner and of this court on appeals from the 
Commissioner, in all cases, is simply to determine whether an application 
meets the statutory requirement so as to be entitled to registration. Regis- 
tration being granted or refused leaves the parties in interest, with their 
rights and equities, under the common law, legally unaffected, except as 
they may be enforced under Sections 16 and 17, U. S. C. A. §§ 96 and 97. 

To the same effect is Hellman, Inc. v. Oakford & Fahnestock, 
54 F. (2d) 423, 425 [22 T.-M. Rep. 18], and National Biscuit Co. 
v. Sheridan, 44 F. (2d) 987, 989 [21 T.-M. Rep. 27]. Many courts 
have held the rule of res adjudicata inapplicable and some have 
even gone so far as to hold that the decision of the Patent Office is 
not even persuasive.’ 

It is apparent that the Court of Customs and Patent Appeals 
has jurisdiction with reference to patents or trade-marks only to 
review questions appealed from the Commissioner and to give that 
official directions with reference thereto. Surely that court has no 
authority to proscribe the use of the word “Strongheart.” If its 
judgment is to be regarded as final, then it would seem that such a 
court would have the inherent power to protect its judgment by in- 
junction or otherwise, but the fact is it has no such right or power. 

Thus we conclude that the decision of the Court of Customs and 


Patent Appeals is not final. We are also of the opinion that the 


right to use presents an issue separate and distinct from the right 


1 Frasch v. Moore, 211 U. S. 1. 
Kuhlke Mach. Co. v. Miller Rubber Co., 8 F. (2d) 614, 616. 
United Shoe Machinery Corporation v. Muther, 288 F. 283, 285. 
Tillman & Bendel, Inc. v. California Packing Corp., 63 F. (2d) 498, 503 
[16 U. S. P. Q. 332]. 
Textile Publishing Company v. Art Metal Construction Co., 1 U. S. P. Q. 


223 
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to register. Even though our opinion in this respect be erroneous, 
it does not alter our ultimate conclusion. 

It is the contention of plaintiff that, even though such a con- 
struction might have at one time been tenable, it is no longer so 
since the amendment of March 2, 1927, to R. S. 4915 (63 U.S.C. A. 
35) which it is claimed requires an election between an appeal to the 
Court of Customs and Patent Appeals and an equity proceeding as 
therein provided. It is true, by this amendment, a remedy is 
provided by bill in equity, provided an appeal has not been taken to 
the Court of Customs and Patent Appeals. In other words, if an 
appeal is taken to the latter tribunal, it forecloses the right to main- 
tain a bill in equity. The effect of this amendment has not been 
judically determined. We are of the opinion, however, that such 
amendment does not affect the question here presented. The fact is, 
the defendants appealed to the Court of Customs and Patent Ap- 
peals in the same manner as they might have done prior to the 
amendment. The fact that there was created another forum where 
they might have litigated the question in controversy could, in our 
judgment, have no bearing upon the effect to be given to the judg- 
ment of the Court of Customs and Patent Appeals. Its jurisdiction, 
power and duty were not affected by the amendment and its judg- 
ment was no more final than before. 

We now come to the merits of the controversy. There seems to 
be considerable confusion as to just what issue is presented in 
cases of this character and what may be taken into consideration 
in a determination of the same. It is plaintiff's contention that the 
involved issue must be determined merely by a comparison of plain- 
tiff’s trade-mark, “Red Heart,” or Red Heart superimposed upon the 
representation of a Red Heart with the word “Strongheart” which 
was sought to be registered by defendants. With this contention we 
do not agree. In plaintiff's bill of complaint, we find among others, 
the following allegation: 


That the said acts of defendants herein complained of were knowingly 
and intentionally committed, are contrary to equity and good conscience, 
a fraud upon the public, and constitute an infringement of plaintiff’s said 
trade-marks and unfair competition in trade with the plaintiff, and a 
fraudulent invasion and violation of plaintiff's rights; that said acts of 
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defendants are calculated to deceive and have deceived purchasers and 
necessarily enable and promote false, fraudulent and unfair appropriation 
and use of the said trade-marks of plaintiff, and fraudulent and unlawful 
sale of said products to members of the purchasing public in the belief that 
said products are manufactured and sold by the plaintiff. 


Inasmuch as the record discloses that the defendants only used 
the word “Strongheart”’ in a certain way, we think it is the manner 
and circumstances under which the name was used that must be 
considered in determining whether such use was an infringement of 
the rights possessed by the plaintiff by reason of the registration of 
its marks. We think this conclusion is sustained by Layton Pure 
Food Co. v. Church & Dwight Co., 182 F. 24, which plaintiff relies 
upon as a correct interpretation of the issue involved in such cases. 
Says the court on page 34: 

The complainant has the right to the exclusive use of its annular band 
upon its packages of baking soda and baking powder for the purpose of 
distinguishing the origin and character of its products from those of all 
other manufacturers and dealers, and any one who affixes that trade-mark 
to similar articles in such a way that his use of it is liable to cause confusion 
in the trade, or is calculated to mislead purchasers and induce them to buy 
his articles as the goods of the complainant, deprives the latter of the full 
benefit of its property and becomes an infringer. The use of any simula- 
tion of a trade-mark which is likely to induce common purchasers, exercising 
ordinary care, to buy the article to which it is affixed as the product of the 
owner of the trade-mark, is an infringement of the owner’s right and en- 
titles him to equitable relief. McLean v. Fleming, 96 U. S. 245, 251, 24 
L. Ed. 828; Kann v. Diamond Steel Co., 89 Fed. 706, 711, 32 C. C. A. 324, 
329; Walter Baker & Co. v. Puritan Pure Food Co. (C. C.) 139 Fed. 680, 682. 


This seems to support the theory that infringement, if such there 
be, must be determined from the manner and circumstances sur- 


rounding the use of the mark complained of, so in this case it is not 


a question as to the effect which the word “Strongheart” has upon 


the trade, but the use of the word “Strongheart” in connection with 
the picture of a dog. In other words, defendants’ label, as it ap- 
pears upon its product when placed upon the market, may properly 
be compared with plaintiff's trade-mark. As was said in Layton 
Pure Food Co. v. Church & Dwight Co., supra, page 34: 

The packages of the complainant and those of the defendant are before 
us. A description or reproduction of them would not aid in the determina- 
tion of subsequent cases. The labels of the defendant are by no means 


identical with those of the complainant. They differ in their colors, in the 
devices within the annular bands, and in the names and words upon the 








294 TWENTY-EIGHT TRADE-MARK REPORTER 


packages. But the annular bands constitute a striking feature of the labels 
of the defendant. The evidence of the eyes is more persuasive and satis- 
factory than any other. Liggett, etc., Tobacco Co. v. Finzer, 128 U. S. 182, 
184, 9 Sup. Ct. 60, 32 L. Ed. 395; P. Lorillard Co. v. Peper, 86 Fed. 956, 960, 
30 C. C. A. 496, 500; Von Mumm vy. Frash (C. C.) 56 Fed. 830, 837. And 
when the eyes are turned upon these labels the ocular demonstration is com- 
plete that the annular bands upon them give to those of the defendant a 
marked similarity to those of the complainant, a similarity so plain that it 
renders them well calculated to create confusion in the trade and to deceive 
buyers into the purchase of the products of the defendant in the belief that 
they are those of the complainant. 

A comparison of defendants’ product with that of plaintiff as 
placed upon the market, convinces us there is no similarity cal- 
culated to produce confusion or mislead purchasers and induce them 
to buy defendants’ product under the belief that it is the product of 
plaintiff. It is apparent that the words “Heart” and “Red Heart” 
are the distinguishing characteristic, not only of plaintiff's mark as 
registered, but as used in connection with its product, but we do not 
think this can be said as to defendants’ mark as used on its product. 
There the characteristic feature, the thing which appeals to the eye 
and which, no doubt, makes the lasting impression upon a person’s 
memory, is not “Strongheart” or “Heart,” but the picture of a dog. 
Assuming that persons who are interested in dog foods are dog 
fanciers, what could make such an appeal or create such a lasting 
impression as an imposing picture of a dog and especially if it be 
the picture of a dog of fame such as the record here indicates to be 
the case? 

We find in the record some evidence of confusion regarding these 
two brands of dog food, but such evidence, when considered in con- 
nection with the volume of the product manufactured and sold, is to 
us rather insignificant. During the five-year period from April, 
1932, to April, 1937, the plaintiff sold nearly 102,000,000 pounds of 
“Red Heart” dog food with a sale value of something over $7,000,- 
000. It would be possible, no doubt, to procure some evidence of 
confusion or mistake, whatever mark was used by a competitor in 
such products. Without entering into a detailed discussion of plain- 
tiff’s testimony, we refer to that concerning one particular situation 


which is illustrative of what we regard as the meager proof found in 
support of plaintiff's contention. During a certain period, plaintiff, 
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in advertising its products, gave premiums in exchange for its 
“Red Heart” labels appearing upon its product. Out of more than 
100,000 premiums awarded some thirteen to seventeen persons sent 
in “Strongheart” labels in place of “Red Heart.’’ It was shown, 
however, that plaintiff also received numerous labels of other dog 
food products such as “Ken-L-Ration,” “Pard” and “Rival Dog 
Food.” This testimony, to our minds, not only fails to prove con- 
fusion, but has a tendency to demonstrate to the contrary. The tes- 
timony offered to show confusion, to our minds, is more logically re- 
concilable upon the theory of mistake than confusion. The record 
discloses that, in a thorough survey of 196 food stores located in 
many different cities, not in a single instance did a clerk hand out 
a can of “Strongheart Dog Food” when “Red Heart” was called for. 
There is also a satisfactory and convincing showing that both dealers 
and customers, as might be expected by a comparison of the marks 
used by the respective parties, associate defendants’ mark with the 
motion picture dog rather than a Red Heart either in name or symbol. 

As heretofore indicated, we are of the opinion the District Court 
erred in holding the decision of the United States Court of Customs 
and Patent Appeals res adjudicata of the issue here presented. We 
are also of the opinion that plaintiff failed in substantiating the al- 
legations of its bill of complaint and that it was not entitled to the 
relief sought and granted by the District Court. 


The decree is reversed. 





INDIAN Territory Oi, ann Gas Company v. INpDIAN TERRITORY 
ILLUMINATING O1L CoMPANY 


United States Circuit Court of Appeals, Tenth Circuit 
March 31, 1938 


Cwrarr Competition—Svits—VaAtve or Goop-WiLL—J URIsDICTION. 

In an action for unfair competition in the use of a trade-name, where 
defendant averred lack of jurisdiction because the amount in con- 
troversy was under $3000, held that, under the evidence, plaintiff’s busi- 
ness reputation and good-will had a monetary value of $100,000; hence, 

the court had jurisdiction. 
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Unrarr Competitrion—Trape-Names—“InpIAN TERRITORY’ —SECONDARY 
MEANING. 
- Although the words “Indian Territory” are primarily geographical, 
their use by plaintiff since the year 1901 throughout a wide territory 
held to have given them a secondary meaning identifying them exclu- 
sively with plaintiff's products. 
Unrair Competirion—Marxket Competition Nor RequirED—MISLEADING 
Use or Corporate NAME. 

The fact that defendant was engaged on a small scale in the produc- 
tion and sale of crude oil from pipe lines, whereas plaintiff was en- 
gaged on a large scale in the production, refining and distribution of 
crude oil, held not a valid defense in a case where defendant featured in 
its corporate name the words “Indian Territory,” long used by plaintiff 
as part of its corporate name. 

Unrair Competirion—Wroncrut Use or Corporate NAME—RIGHTS OF 
Fore1GN Corporation. 

The fact that plaintiff was a foreign corporation, while defendant was 
a domestic corporation did not take away the former’s rights to restrain 
infringement of its corporate name. 


In equity. Action for unfair competition in the use of a corporate 
name. Judgment for plaintiff and defendant appeals. Affirmed. 


W. H. Kornegay, of Vinita, Okla., for appellant. 
Donald Prentice, of Bartlesville, Okla. (W. P. McGinnis, of 
Bartlesville, Okla, W. 7. Anglin and R. Y. Stevenson, of 


Tulsa, Okla., with him on the brief), for appellee. 
Before Lewis and Bratton, Circuit Judges. 


Bratton, C. J.: Indian Territory Illuminating Oil Company 
instituted this action against Indian Territory Oil and Gas Company 
to restrain the defendant from using its corporate name or any other 
name sufficiently similar in sound or appearance to the corporate 
name and trade-names of plaintiff to cause uncertainty or confusion 
in identity. The court found that plaintiff was incorporated under 
the laws of New Jersey in 1901; that it has been engaged since that 
time in the production, manufacture, and sale of crude oil, natural 
gas, casinghead gas, gasoline, and other petroleum products in Okla- 
homa, Kansas, Texas, Montana, and New Mexico; that it owns a 


c 


large number of leases, royalties, mineral rights, and other property ; 


that it has drilled many oil wells and gas wells; that on January 1, 
1935, the book value of its assets exceeded $130,000,000; that its 
daily average gross production of oil during the year 1935 was 33,532 
barrels; that on December 31 of that year it owned producing oil 





_ 
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leases covering 25,109.12 acres, producing gas leases covering 340,- 


640 acres, producing royalties covering 5,553.86 acres, nonproduc- 
ing oil and gas leases and mineral rights covering 729,363.68 acres 
and nonproducing royalty covering 91,063.77 acres; that it has 
established a reputation among those engaged in the oil industry 
and among the general public for business integrity, financial respon- 
sibility, and fair dealing which constitutes good-will worth far more 
than $3,000; that it is generally known and referred to in the oil 
industry and by the public by its corporate name and by the popular 
names and abbreviations Indian Territory Oil Company, Indian 
Territory Company, Indian Territory, I. T., and I. T. I. O.; that 
the oil industry and the general public have associated such names 
and abbreviations with plaintiff for a long period of years; that 
Indian Territory Company, a wholly owned subsidiary of plaintiff 
was incorporated under the laws of Delaware in 1928, and qualified 
to transact business in Oklahoma, Colorado, Kansas, New Mexico, 
and Texas; that it was dissolved in 1933; that Indian Territory 
Royalty Company was organized under the laws of Delaware in 
1930, and qualified to transact business in Oklahoma, Colorado, 
Kansas, Mississippi, New Mexico and Texas; that plaintiff owned a 
majority of the stock issued by such company; that its name was 
changed to Foster Minerals Corporation; that the business of Indian 
Territory Company and Indian Territory Royalty Company was 
transacted from the offices of plaintiff in Bartlesville, Okla., under 
the same management and personnel as that of plaintiff, and the pub- 
lic dealt with the three corporations as one entity; that defendant 
Indian Territory Oil and Gas Company was incorporated under the 
laws of Oklahoma in July, 1935, and is authorized to engage in the 
business of producing, refining, transporting, and marketing crude 
oil, gas, and other petroleum products, and to acquire and hold prop- 
erty of all classes reasonably necessary to conduct such business ; 
that its authorized capital stock consists of 1,000 shares of the par 
value of $10.00 each; that at the time of the trial, it had not begun 
a regular course of business and owned a very small amount of 
property; that plaintiff demanded that the corporate name of de- 
fendant be changed in order to avoid uncertainty and confusion in 
identity and offered to pay the reasonable cost of making the change; 
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and that the similarity in corporate names had caused and would con- 
tinue to cause confusion and deception. 

A decree was entered enjoining defendant from using the cor- 
porate name Indian Territory Oil and Gas Company, or any name 
containing the words Indian Territory Oil and Gas Company, Indian 
Territory Company, or Indian Territory, or the letters I. T. or 
I. T. I. O., or any other words similar in sound or appearance to 
the corporate name of plaintiff. Defendant appealed. 

The jurisdiction of the trial court is drawn in question. There 
is diversity of citizenship, but it is said that the evidence fails to 
show that plaintiff has suffered damages in excess of $3,000, and 
from this premise it is argued that the sum requisite to jurisdiction 
is not in controversy. The test in determining the amount in con- 
troversy in a case of this kind presenting a continuing wrong to an 
established business growing out of unfair trade practices, is not 
the immediate pecuniary damages arising from the wrongful acts. 
It is the value of the business or the right to be protected; and busi- 
ness reputation or good-will is an intangible asset to be taken into 
consideration in ascertaining the extent and value of the business 
or right. See Bitterman v. Louisville & Nashville R. R. Co., 207 
U. S. 205; Standard Oil Co. of New Mexico v. Standard Oil Co. of 
California, 56 F. (2d) 973 [22 T.-M. Rep. 363]; Del Monte Special 
Food Co. v. California Packing Corporation, 34 F. (2d) 774 [19 
T.-M. Rep. 443]. In addition to other assets exceeding one hundred 
million dollars in book value, there is substantial evidence in the 
record that the business reputation and good-will of plaintiff has a 
monetary value of one hundred thousand dollars. The requisite 
sum is in controversy and the court had jurisdiction. 

It is contended that the words Indian Territory are geographical ; 
that they are not subject to exclusive appropriation; and that after 
eliminating them there is no similarity between the corporate name 
or trade-names of plaintiff and the corporate name of defendant. 
When restricted to their primary meaning, geographical words are 
not capable of exclusive appropriation; but where they have been 
used so long and so exclusively by a manufacturer, trader, or dis- 


tributor in connection with his wares and merchandise that they are 
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generally understood to mean and denote such wares and mer- 
chandise, they acquire a secondary meaning apart from their primary 
meaning; and he may enjoin another from using them if the use 
causes deceit and injures his business. For many years plaintiff has 
been generally known and referred to in the oil industry and by the 
general public by its corporate name and by the names Indian Ter- 
ritory Oil Company, Indian Territory Company, and Indian Terri- 


tory. Throughout that period such names have been associated with 


plaintiff and its business. They thus acquired a secondary meaning 


and were appropriated even though it may be said that two of the 
words are geographical. Western Auto Supply Co. v. Knox, 93 F. 
2d) 850. 

The further contention is that plaintiff cannot prevail because 
the parties are not competitors. Plaintiff is engaged on a large scale 
in the production, refinement, and distribution of crude oil and its 
products. Defendant is engaged on a small scale in the production 
of crude oil and the sale of it in the pipe line. But the right to 
enjoin a junior from the perfidious use of the trade-name of the 
senior is not confined to a case of actual market competition in iden- 
tical products. It extends to a case in which the junior represents 
its products as those of the senior. A producer or manufacturer has 
a sufficient economic interest in its trade-name to restrain another 
from exploiting it in the sale of his products, although the two may 
not be engaged in the production, sale, or distribution of identical 
products. Western Auto Supply Co. v. Knox, supra. 

The fact that plaintiff is a foreign corporation with permissive 
right to engage in business in Oklahoma, and defendant is a domestic 
corporation organized under the laws of that state does not take away 
the right to restain infringement upon its corporate name or trade- 
names. In granting a charter the state does not warrant the name 
selected or guarantee the unqualified use of it without regard to 
previous rights of others. Instead, the state merely sanctions the 
use of the name if it is otherwise lawful. The grant is no license to 
do that which in other manner would be a tort. It is no warrant to 
pirate the business of another. A foreign corporation authorized 


to engage in business in a state before a domestic corporation is or- 
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ganized, may resort to equity to restrain the domestic corporation 
from using its corporate name in connection with its business where 
the names are identical or sufficiently similar as to cause confusion, 
deception, and injury to the business of the foreign corporation. 
The Peck Brothers & Co. v. Peck Bros. Co., 113 F. 291; United 
States Light § Heating Co. of Maine v. United States Light & Heat- 
ing Co. of New York, 181 F. 182; Standard Oil Co. of New Mexico 
v. Standard Oil Co. of California, supra. 

The finding of the court that the similarity between the corporate 
name and trade-names of plaintiff and the corporate name of defend- 
ant has caused confusion, that it will continue, and that it will result 
in deception is challenged. Three witnesses with wide experience 
testified that in view of the extensive activities of plaintiff in the oil 
industry, the corporate name of defendant would be treated and re- 
garded as meaning plaintiff, and would be associated with the busi- 
ness of plaintiff. Another witness testified that he examined letters 
from two hundred files selected at random from the offices of plain- 
tiff; that he found twenty-two letters addressed to Indian Territory 
Oil Company, five to Indian Territory Company, three to I. T. I. 
Company, seventeen to I. T. I. O. and I. T. I. O. Oil Company, 
twelve to I. T. I. Oil and Gas Company, the I. T. I. O. Oil and Gas 
Company, and Indian Territory Illuminating Oil and Gas Company, 
and two to Indian Territory I. O. Company. And one of the per- 
sons who caused defendant to be organized testified that the check 
from pipe line company given in payment for the first oil sold by 
defendant was made payable to Indian Territory Illuminating Oil 
Company; and that it was returned for correction. The finding is 
supported by substantial evidence, and we are unable to say as a 
matter of law that the names are not so confusingly similar as to 
bring about deception. 


Failing to find error in the record, the decree is affirmed. 
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RECONSTRUCTION FINANCE CorPoRATION v. J. G. MENIHAN 


CoRPORATION, ET AL. 
United States District Court, Western District of New York 
February 7, 1938 


TrapE-Marks and Unrarr ComPetTiTion—SALE IN BANKRUPTCY—SUITS FOR 
INFRINGEMENT—Market Competition UNNECESSARY. 

Where plaintiff purchased from trustee in bankruptcy all trade- 
marks and good-will of the Menihan Company, including the trade-marks 
“Arch Aid” and “Menihan’s Arch Aid,” the fact that plaintiff itself 
could not engage in the shoe business was not material in an action to 
restrain defendants from the use of the said trade-marks and trade- 
names in the said business. 

Trape-NAamMeEs and Unrarr Competition—‘*MENIHAN” and “ArcH AtD”— 
Seconpary MEANING. 

Even the name of a person can, by long association with the product 
acquire such a meaning as to make the use of the same name, without 
explanation, on a similar product deceptive and misleading. More- 
over, descriptive words may acquire by use a secondary significance 
which entitles them to protection. 


In equity. On defendants’ motion to dismiss bill of complaint. 


Denied. 


Abbott, Rippey & Hutchens, and Harold G. Hutchens, of 
Rochester, N. Y. (Nims & Verdi, of New York City, of coun- 
sel), for plaintiff. 

Werner, Harris & Tew and George H. Harris, all of New York 
City, for defendants. 


Burke, D. J.: This is a motion to dismiss the bill of complaint 
upon the grounds that it fails to state facts sufficient to constitute a 
cause of action and that it is without equity. 

The facts as alleged are substantially as follows: A corporation 
known as the Menihan Company was engaged in the business of 
manufacturing shoes at Rochester, N. Y. In connection therewith 
it began in 1912 to use the trade-marks “Arch Aid,” “Menihan’s 
Arch Aid,” “The Menihan Arch Aid,” and “Menihan.” Shoes made 
by the company and bearing those trade-marks were advertised and 
sold in most of the principal cities of the United States. The busi- 
ness grew, and by 1929 the aggregate net sales of shoes made by 
this company amounted to more than $3,000,000 annually. Sub- 
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sequent to 1929 the business began to decline, and several years later 
the plaintiff loaned the company $250,000 and took as security liens 
on substantially all of its real and personal property, including the 
right to use the corporate name, the good-will of the business, and 
all,of its trade-marks, two of which were registered in the United 
States Patent Office. On December 7, 1936, the Menihan Company 
was adjudicated a bankrupt by order of this court, and in due course 
the trustee in bankruptcy sold to the plaintiff, as the highest bidder 
at public auction, substantially all the real and personal property 
of the bankrupt, the plant and all of the fixtures, furniture, ma- 
chinery, and all equipment used in connection with its operation, the 
business and good-will, the trade-marks and such rights as the bank- 
rupt had to the use of the name “The Menihan Company” and to 
the use of the trade-mark “Arch Aid.’ About thirty days later the 
defendants J. G. Menihan, Sr., and J. G. Menihan, Jr., organized, 
or caused to be organized, the corporation, J. G. Menihan Corpora- 
tion, one of the defendants, which is now engaged in the manufac- 
ture of shoes at Rochester, N. Y. It has placed, and is placing, 
upon shoes made by it, the trade-names and trade-marks which 
plaintiff purchased from the trustee in bankruptcy with full knowl- 
edge of the plaintiff’s rights. The defendants have advertised 
themselves to the public as the successors of the Menihan Company. 
These acts were done with the fraudulent intent and purpose to ap- 
propriate to themselves the good-will and business acquired by the 
plaintiff and to take advantage of the trade-marks and trade- 
names. The defendants have passed off their goods as those of the 
Menihan Company and have competed unfairly with plaintiff and 
have infringed plaintiff's trade-mark rights, are now doing so, and 
threaten to continue to do so. Plaintiff seeks an injunction, an 
accounting, and treble damages. 

The defendants contend that the complaint does not state suf- 
ficient facts to give the court jurisdiction. The complaint alleges 
that the government of the United States is the owner and holder 
of all the capital stock of the plaintiff corporation, incorporated 
under an act of Congress, and that the value of the rights sought to 


be protected, exclusive of interest and costs, exceeds the value of 
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$3,000. These facts alone are sufficient to give the court jurisdic- 
tion. Reconstruction Finance Corporation v. Bell (C. C. A. 4), 84 
F. (2d) 136. 

Another ground of defendants’ objection is that plaintiff never 
had any competing business which could be injured by the defend- 
ants. The basis of this contention is that the plaintiff did not pur- 
chase from the trustee in bankruptcy a “going business,’ and there- 
fore there was no trade or business and good-will to which the trade- 
marks might attach. Taking the complaint at face value, however, 
the plaintiff purchased substantially all of the real and personal 
property of the bankrupt, which included all of the fixtures, furni- 
ture, machinery, and all equipment used in connection with its op- 
eration; also the business and the good-will, the above-mentioned 
trade-marks, and such rights as the bankrupt had to the use of the 
name “The Menihan Company” and to the use of the trade-mark 
“Arch Aid.” Bankruptcy did not necessarily destroy the business 
that had been developed over a period of years. The trustee in bank- 
ruptey could convey title to the business with the good-will and 
trade-marks. Rice & Hutchins v. Vera Shoe Company (C. C. A. 
2), 290 F. 124 [13 T.-M. Rep. 389]. Whether or not the trustee in 
the course of the administration of the bankrupt estate destroyed 
the business and good-will is a question of proof. 

Though not alleged in the complaint, the records of this court 
disclose a sale by the trustee to others than the plaintiff of the 
stock of shoes, leather, and findings and office equipment. It cannot 
be said, however, as a matter of law that this was sufficient to destroy 
the business. The proof may show that the shoes sold were season- 
able, that the leather and findings were of inferior quality, the office 
equipment was out-moded. ‘These facts or other similar circum 
stances, if shown by the proof, would render these items not only un- 
necessary but undesirable in a going business. New shoes could be 
fabricated and new office equipment supplied if these were the ele- 
ments lacking to make it a going business. It could transfer title to 
the business. Nor is it material that plaintiff itself could not engage 
in the shoe business, good-will, and trade-names in liquidating the 
collateral it took for the loan under the doctrine laid down in the 
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Alien Property Custodian cases, Koppel Industrial Car & Equip- 
ment Company v. Orenstein & Koppel Aktiengesellschaft (C. C. A. 
2), 289 F. 446 [13 T.-M. Rep. 164]. 

The equitable doctrine relied on commonly called “unfair com- 
petition,” is that no one should be allowed to sell his product by 
representation or inference that it is the product of another. 
Usually, when invoked, market competition is present. It is not 
essential, however. The invocation of equity depends more fun- 
damentally on the element of unfairness. It is immaterial whether 
the same occur in competition or otherwise. Vogue Co. v. Thompson- 
Hudson Co. (C. C. A. 6), 800 F. 509, 512 [13 T.-M. Rep. 349]. 

The plaintiff was authorized by law to make the loan and to take 
security for repayment. The authorization to take security implies 
the right to liquidate the security. If plaintiff has not pleaded in so 
many words its purchase of the assets and good-will of the bankrupt 
corporation as a means of liquidating its security, it is not a great 
step for the court to so construe the complaint so that the pleading 
will not be defeated. Where a pleading is open to construction, a 
reasonable meaning which will support it should be adopted rather 
than one which will defeat it. If by defendants’ acts it is likely to 


be unfairly prevented from realizing what it has a right to expect 


from a sale of the business, the good-will, and trade-marks, the injury 
is present and redress may be sought in equity. 

Another ground of complaint that the bill is faulty is that the 
surname ‘““Menihan” and the words “Arch” and “Aid” were never, 
and are not now, the exclusive property of any one. Plaintiff has 
alleged that the defendant corporation is engaged in the business of 
manufacturing shoes and that it places upon its shoes plaintiff's 
trade-marks “Arch Aid” and “Menihan” and that the shoes so 
marked and stamped are packed in boxes marked “The Menihan 
Company” and that the acts of the defendants were done fraudulently 
for the purpose of taking advantage of celebrity in the shoe business 
of plaintiff's trade-marks and trade-names. Even the name of a 
person can acquire a meaning by long association with a product so 
that the use of the name unexplained with another similar product 
will have the effect of deception. Herring-Hall-Marvin Safe Com- 
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pany Vv. Hall’s Safe Co., 208 U.S. 554, 559, 28 S. Ct. 350, 52 L. Ed. 
616. Descriptive words may acquire by use a secondary significance 
which is susceptible of ownership and entitled to protection in equity. 
Le Blume Import Company v. Coty (C. C. A. 2), 293 F. 344, 353 
[13 T.-M. Rep. 233}. 

Defendants urge the dismissal of the bill because the plaintiff 
has failed to allege that the use of defendant’s trade-mark and trade- 
name was without the consent of the plaintiff. Infringement has 
been clearly alleged. The plaintiffs unequivocally charge the defend- 
ants with fraud. These allegations are inconsistent with consent on 
the part of the plaintiff. To allege lack of consent would add nothin 
to the bill. 


The motion to dismiss the bill of complaint should be denied. 


gs 
5 


Ciuetrr, Peasopy & Company, INc. v. SPETALNIK 
United States District Court, Eastern District of New York 
March 25, 1938 


Trapve-Marks—INFRINGEMENT—“ArRROW” ON MeEwn’s CrLorHinc—“Braces 
Customizep By Arrow’—INJUNCTION. 

After plaintiff had, since the year 1885, used the word “Arrow” as a 
trade-mark on collars and since the year 1906 on outer shirts, with use 
upon handkerchiefs, underwear and neckties all prior to the use of the 
same word by defendant, held that the latter’s use of the phrases “Braces 
Customized by Arrow,” “Arrow Braces” and “Arrow Suspender Com- 
pany” in the sale of suspenders, was an infringement of plaintiff’s trade- 
mark, and an injunction was granted. 


In equity. On plaintiff's motion for preliminary injunction. 
Granted. 


Cooper, Kerr & Dunham (Robert L. Thompson, of counsel), all 
of New York City, for plaintiff. 
No appearance for defendant. 
CampBELL, D. J.: This is a motion made by the plaintiff for a 
preliminary injunction restraining and enjoining defendant, Max 
Spetalnik, his agents, servants, and attorneys, and all others acting 


by or under his direction or authority, from selling, offering, exposing 
or advertising for sale, or causing to be sold, offered, exposed or ad- 
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vertised for sale, any articles of apparel or men’s furnishings not 
made by the plaintiff bearing a trade-mark or trade-name consisting 
of or including the word “Arrow,” or any other trade-mark or trade- 
name so similar to plaintiff's “Arrow” trade-mark as to be likely to 
deceive the public into the purchase of defendant’s goods for those 
of the plaintiff, and from conducting or carrying on the business of 
manufacture and/or sale of articles of apparel or men’s furnishings 
under the trade-name or style “Arrow Suspender Company” or 
under any other trade-name or style consisting of, comprising or 
containing the word “Arrow” or any similar name of any variation 
thereof so closely similar in sound or appearance to plaintiff's “Ar- 
row’ trade-mark, as to be likely to lead to uncertainty or confusion 
in the use thereof. 

This motion came on to be heard on March 23, 1938, and no one 
appeared in opposition and no affidavits in opposition were presented 
or offered. 

Likewise no answer had been served to the complaint herein. 

The moving papers show that plaintiff is the owner of several 
United States trade-mark registrations containing the word “Arrow” 
and that all of its products are sold under a trade-mark consisting of 
the word “Arrow.” 

That plaintiff and its predecessors in business have continuously 
used said “Arrow” trade-mark upon collars, since 1885, outer shirts 
since May 1, 1906, handkerchiefs since April 20, 1909, underwear 
since July 1, 1913 and neckties since April 29, 1921. 

That on November 4, 1926, plaintiff commenced the manufacture 
and sale of belts for outer wear and it manufactured and sold large 
quantities thereof, on which it used the said “Arrow” trade-mark, 
and that, although it has temporarily discontinued the manufacture 
and sale of belts, it will resume the use of the “Arrow” trade-mark 
upon belts as soon as it resumes the manufacture and sale thereof. 

That plaintiff has spent large sums in advertising its said “Ar- 
row” trade-marks, and plaintiff's products and even the plaintiff is 


known by the name “Arrow.” 


That defendant is selling suspenders, garters and belts. 


CLUETT, PEABODY & COMPANY, INC. V. SPETALNIK 307 


That the suspenders are sold in boxes on the front of which 
(Exhibits 15 and 18) is the notation “Braces Customized by Arrow,” 


the word “Arrow” being in much larger type than any other word on 


the box. The box on the rear contains a prominent display of the 


notation “Arrow Braces” and also a notation ‘““Arrow Suspender Co. 
—Brooklyn, New York,” no street address is given on the box. 

Defendant does not manufacture his “Arrow” suspenders or 
garters; he has no place of business but operates solely from his 
home and does not even have a telephone number. 

The allegations of the moving papers not being denied, for the 
purposes of this motion they must be accepted as true. 

The facts alleged show infringement, and unfair competition. 
Oppenheim, Oberndorf & Co. Inc. v. President Suspender Co., 3 F. 
(2d) 88 [15 T.-M. Rep. 80]; Cluett, Peabody & Co. Inc. v. Wright, 
46 F. (2d) 711 [21 T.-M. Rep. 130]; Rosenberg Bros. & Co. v. 
Elliott, 7 F. (2d) 962 [15 T.-M. Rep. 479]; In re Keller, Heumann 
§ Thompson Co. Inc., 81 F. (2d) 399 [26 T.-M. Rep. 83]; Jacob 
Ruppert v. Knickerbocker Food Specialty Co. Inc., 295 Fed. 381 
[14 T.-M. Rep. 339]; Rice & Hutchins Inc. v. Vera Shoe Co. Inc., 
290 Fed. 124 [13 T.-M. Rep. 389]; Alfred Dunhill of London, Inc. 
v. Dunhill Shirt Shop Inc., 3 Fed. Supp. 487, and Great Atlantic & 
Pacific Tea Co. v. A. & P. Radio Stores Inc. 20 Fed. Supp. 703 [21 
T.-M. Rep. 18]. 

The acts of the defendant will cause the plaintiff irreparable 
damage unless restrained. 

The motion of the plaintiff for a preliminary injunction will be 
granted during the pendency of this action, upon the plaintiff giving 
a bond in the sum of one thousand dollars, to be approved by the 


court. 
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R. W. Evprince Company, Inc. v. SourHerN HANDKERCHIEF 


MANUFACTURING COMPANY 
United States District Court, Western District of South Carolina 
May 7, 1938 


Trape-Marxs—GeocraPHic TermM—SeconpAary MEANING. 

A word ordinarily geographic may acquire a secondary meaning mak- 
ing it subject to appropriation as a trade-mark. 

Trape-Marks—“Ati AMERICAN” —INFRINGEMENT—SvITS—DELAY—W HEN 
JUSTIFIED. 

Defendant, first to use the words “All American” as a trade-mark for 
handkerchiefs, had the right to delay suit against plaintiff until it had 
obtained registration of its mark in the Patent Office. 

Trape-Mark INFRINGEMENT—J URISDICTION. 

Plaintiff sued to enjoin defendant from registering the words “All 
American” as a trade-mark for handkerchiefs in the United States Post 
Office. Held that as all the issues between the parties are provided in 
the Trade-Mark Act of 1905, the plaintiff had shown no equity juris- 
diction in the court. 


Trape-Marks—“‘Atti AMERICAN” FoR HANDKERCHIEFS—NON-GEOGRAPHIC. 
The words “All American” as a trade-mark for handkerchiefs held 
to be not within the prohibition of the provision barring geographic 
terms from registration. 
In equity. Suit to enjoin defendant from attempting to register 
a trade-mark. Denied. 


Henderson and Henderson, of Aiken, S. C., and G. H. Cleve- 
land, of Greenville, S. C., for plaintiff. 

Haynsworth and Haynsworth, of Greenville, S. C., for defend- 
ant. 


Wycue, D. J.: This is a suit by the plaintiff to restrain the 
defendant from interfering with its alleged right to use the term 
“All American” in connection with the sale of handkerchiefs and to 
enjoin the defendant from attempting to register the term as its 
trade-mark. The defendant answered and filed a cross bill alleging 
that the term “All American” was its trade-mark for handkerchiefs 
and that it had been infringed by the plaintiff. 

The defendant began to use the term “All American” in connec- 
tion with the sale of its handkerchiefs on December 3, 1936. Some 
months later the plaintiff determined to use the same term in con- 


nection with the sale of its handkerchiefs. The defendant, learning 
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of the plaintiff's preparations, notified the plaintiff of the defendant’s 
prior use and its claim of exclusive right to the term as a trade-mark 
for handkerchiefs. 

Thereafter, hoth parties, the defendant a few days before the 
plaintiff, filed with the Commissioner of Patents in Washington ap- 
plications to register the term “‘All American” as a trade-mark for 
handkerchiefs, each claiming the right to the term as a trade-mark 
for its handkerchiefs. Both applications having proceeded to pub- 
lication, an interference was declared between them. No final order 
had been made by the Examiner of Interference at the time of the 
institution of this suit. By agreement of the parties, the only ques- 
tion for me to decide at this time is whether or not the plaintiff is 
entitled to the injunctive relief prayed for. 

In order to set in motion the processes of this court a plaintiff 
must prove that the defendant has acted or threatens to act wrong- 
fully or in excess of its legal rights and that in so acting the defend- 
ant has invaded some right to the plaintiff that is entitled to judicial 
protection. These things the plaintiff has failed to prove. 

It is not suggested that in notifying the plaintiff of its claim of 
exclusive right in the term “All American” the defendant acted in 
bad faith. It is not suggested that the defendant acted in bad faith 
in applying, as later the plaintiff did, for registration of the term as 
a trade-mark. It is abundantly apparent that the defendant acted 
in good faith for the quite commendable purpose of preserving and 
protecting what it honestly believed its own legal rights. In May, 
1937, when the defendant learned of the plaintiff’s preparations to 
use the term “All American,” and believing that it had an exclusive 
right to such use, the defendant had two courses open to it: (1) it 
could immediately notify the plaintiff, or (2) it could sit idly by and 
permit the plaintiff to expend money and effort in the purchase of 
labels and advertisement of the term “All American.” The second 
course would either occasion the plaintiff much damage or the de- 
fendant would have found itself barred by laches. The defendant 
took the first alternative, the much more ethical procedure. 

The plaintiff does not claim that it has an exclusive right to the 


use of the term “All American,” nor does it deny that the defendant 
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has the right to use the term. Under such circumstances if the plain- 
tiff suffered any damage by reason of the defendant’s acts it is 
damnum absque injuria, for the plaintiff has no right of freedom from 
lawful competition. Had the defendant acted not for the legitimate 
purpose of protecting its own interests but solely with the malicious 
intent of injuring the plaintiff's business, a different case might be 
presented, but there was no malice here. 

In most of the decided cases on the subject there was not only 
notice to the competitor of claimed infringement, but circularization 
of the competitor's customers. Such cases, however, clearly set 
forth the applicable legal principles. 

In Alliance Securities Co. v. DeVilbiss Mfg. Co., 41 F. (2d) 
668, 670 (C. C. A. 6, 1930), the court said in holding that there was 
no cause of action because of claims of patent infringment made to 


the plaintiff and its customers: 


We are aware of no ground upon which claims of infringement made by 
a patentee can be considered a legal wrong, unless those claims are made 
in bad faith; that is, maliciously. This bad faith may be made to appear in 
a variety of ways, but until it does appear, the patentee has the right to 
notify all those whom he believes to be infringing that he will hold them to 
such liability as he may be able to establish; indeed, it has been said that 
it is his duty to do so, and it is apparent that under some circumstances he 
may lose rights if he does not do so. 

In Oil Conservation Engineering Co. v. Brooks Engineering Co., 
52 F. (2d) 783 (C. C. A. 6, 1931), the complainant filed a bill in 
equity alleging that the defendant was wrongfully claiming trade- 
mark and patent infringement by the complainant, and that the de- 
fendant was not suing for such infringement and alleging that this 
constituted unfair competition, asking for an injunction and for 
damages. The court held that there was no cause of action in the 
absence of malice, and, although there was actually no trade-mark 
or patent infringement, the defendant's patent being technically in- 
valid, the defendant had acted in good faith in the belief that there 
was infringement, and there was good explanation for its failure to 


sue. The court said in that decision: 


It (the defendant) is not to be condemned for claiming infringement and 
giving reasonable notice or notices of its claim. 
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In New Discoveries, Inc. v. Wisconsin Alumni Research Founda- 
tion, 13 F. Supp. 596, 598 (D. C. Wis., 1936) it was said that: 


Notice to a competitor that he is infringing is the usual and ordinary 
procedure followed by patentees and is not to be condemned when charac- 


terized by good faith. 

The cases permitting such suits recognize that they are grounded 
upon malice. So in 4. B. Farquhar Co. v. National Harrow Co., 
102 F. 714, 715 (C. C. A. 3, 1900) the court said in overruling a 
demurrer to a bill to enjoin threats of suit for alleged patent in- 
fringement: 


Where notices are given or circulars distributed in good faith to warn 
against infringement, no wrong whatever is committed; but where as it is 
here averred they are not made or issued with such intent but in bad faith 
and solely for the purpose of destroying the business of another, a very 


different case is presented. 

Failure to bring suit in support of such claims is indicative of 
bad faith only when the claimed infringement is continuous and 
defiant, where there is opportunity to sue and long continued, ar- 
bitrary refusal to do so, accompanied by circulation of threats to the 
competitor and the competitor's customers. 

Adriance Platt & Co. v. National Harrow Company, 121 F. 827 
(C. C. A. 2, 1903); Racine Paper Goods Company v. Dittgen, 171 
F. 631 (C. C. A. 7, 1909). 

While the defendant had not brought suit against this plaintiff 
for infringement, there is ample explanation for its failure to do so. 
The infringement ceased after May, 1937. The defendant had a 
perfect right to delay suit until it had perfected its procedural ad- 
vantage by obtaining registration of its trade-mark. As soon as the 
plaintiff attempted to bring this matter into this court, the defendant 
immediately counterclaimed on the ground of infringement. 

The plaintiff was not without opportunity to have a full determi- 
nation of the matter. The defendant had applied for registration 
in the office of the Commissioner of Patents of the term as its trade- 
mark and an interference was declared between that application and 
the plaintiff's. In that interference proceeding, both the defendant 
and the plaintiff being parties thereto, the plaintiff might have raised 


any question it wished as to the right of the defendant to the term 
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“All American” as a trade-mark. 15 U. S. C. A. 87; John Wood 
Mfg. Co. v. Servel, 77 F. (2d) 946 [25 T.-M. Rep. 407] (Cus. & 
Pat. App. 1935); Coshocton Glove Co. v. Buckeye Co., 90 F. (2d) 
660 [27 T.-M. Rep. 449] (Cus. & Pat. App. 1937). In the event of 
an adverse decision by the Examiner of Interferences there is pro- 
vision for appeal to the Commissioner of Patents, 15 U. S. C. A. 88, 
and from the Commissioner of the United States Court of Customs 
and Patent Appeals, 15 U. S. C. A. 89. The act further provides 
for cancellation of a registered trade-mark by an interested party on 
a showing that the registrant was not entitled to registration; 15 
U. S. C. A. 89; Barber Coleman Co. v. Overhead Door Corp., 65 
F. (2d) 147 [23 T.-M. Rep. 251] (Cus. & Pat. App. 1933). 

The cases cited by the plaintiff to sustain its right to sue are all 
decisions of the United States Court of Customs and Patent Appeals 
or that court’s predecessor, the Court of Appeals of the District of 
Columbia, on appeals from decisions of the Commissioner of Patents. 
Those cases fully sustain the plaintiff's right to have all issues fully 
determined through the procedure provided in the Trade-Mark Act 
of 1905. They do not hold that the district court has equity juris- 
diction to enjoin an applicant from proceeding to register a trade- 
mark. 

It seems to me, therefore, that the federal laws relating to trade- 
marks afford plaintiff an adequate remedy at law for the protection 
of any rights he claims in his complaint, and the plaintiff has shown 
no equity jurisdiction in this court. 

Even if this court has equity jurisdiction to determine the ques- 
tions involved, it is my opinion that the term “All American” as a 
trade-mark for handkerchiefs is registrable. The defendant claims 
no trade-mark rights in the descriptive words “Full Combed” that 
appear on one of its “All American’ labels, or in the descriptive 
words “Made by American Labor, etc.,” that appear on its other 
“All American” label. 


It has not applied for registration of any label. It has applied 
for registration of the words “‘All American” as its trade-mark for 
handkerchiefs. In connection with such application it filed copies 


of one of its labels as a specimen of the use by the defendant of the 
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trade-mark. It did not file copies of the other labels for it is not 
required that copies of every method of use of a trade-mark be filed; 
five specimens of one example of its use are sufficient. The plain- 
tiff’s application is precisely the same. The plaintiff applied for 
registration of the words “All American” as its trade-mark and filed 
as a specimen of its use five copies of its large label. 

The issue is the right to the term “All American” as a trade- 
mark for handkerchiefs. There is here no question of any trade- 
mark rights in any other words or in any label. 

It is common knowledge that the term “All American” has a 
peculiar significance in the realm of sports. To almost every Ameri- 
can, indeed, to every high school boy, the term indicates supremacy, 
superiority and distinction in the athletic world. It was because of 
this significance, this meaning of the term, that it was finally adopted 
by the defendant as its trade-mark. 

The defendant is the prior user of the term “All American” in 
connection with the sale of handkerchiefs. The defendant had used 
both of its “All American” labels for some months before the plain- 
tiff made any use of the term. In view of that prior use and as the 
term “All American” is not solely geographical in its significance, 
that is, merely geographic, the defendant is entitled to its exclusive 
use as a trade-mark for handkerchiefs. 

It is, of course, true that the name of a country, a section or 
region, or a city, is not, when standing alone, subject to exclusive 
appropriation as a trade-mark. Thus, “American” standing alone, 
is not subject to exclusive appropriation. In re American Steel & 
Wire Company, 81 F. (2d) 397 (Cus. & Pat. App. 1936). “Lacka- 
wanna,’ standing alone, is merely the name of a section of Pennsyl- 
vania and is not subject to exclusive appropriation. Canal Company 
v. Clark, 13 Wall. 311 (1871). So “Elgin,” standing alone, is merely 
the name of a town in I]linois and is not subject to exclusive appro- 
priation. Elgin National Watch Company v. Illinois Watch Com- 
pany, 179 U. S. 665 (1900). 

A word ordinarily geographic, however, may acquire a secondary 
meaning or lose its merely geographic significance by being coupled 


with another word and thus become subject to appropriation. It 





314 TWENTY-EIGHT TRADE-MARK REPORTER 


has thus been held that “The American Girl’”’ when applied to shoes 
is not geographic and descriptive as indicating that the shoes were 
made in America for women, but is a fanciful term and a valid trade- 
mark. Hamilton-Brown Shoe Co. v. Wolfe Bros. & Co., 240 U.S. 
250 (1916). So, in Dennison Manufacturing Company v. Thomas, 
94 F. 651 (D.C. Del. 1899) it was held that the words “American 
Express” were subject to appropriation as a trade-mark, and 
“American Beauty” has been registered as a trade-mark some twenty- 
two times. See National Biscuit Co. v. Sheridan, 44 F. (2d) 987 
{21 T.-M. Rep. 27] (Cus. & Pat. App. 1936). There is thus no 
special immunity in the word “American” except when used alone 
or in conjunction with other words that do not alter its merely 
geographic meaning. 

The word “Plymouth” was originally merely geographic, but it 
has acquired a secondary meaning that makes it subject to appropria- 
tion as a trade-mark. In re Plymouth Motor Corporation, 46 F. 
(2d) 211 [21 T.-M. Rep. 157] (Cus. & Pat. App. 1931). In that 
case the court stated the contentions of the applicant as follows: 


It is the insistence of appellant that the word “Plymouth” has ceased 
to have a merely geographical meaning; that it is associated in popular 
thought with the landing in America of the group known as “Pilgrims”; 
that the word brings to mind certain qualities of “endurance,” “strength,” 
“enterprise,” “honestly,” and “determination” which history is wont to 
ascribe to those who founded the “Pilgrims’ Colony,” and that it is the 
significance of those qualities which appellant desires to avail itself of in the 
use of the mark containing the word. 


The court sustained the contention and held the word “‘registra- 
ble” as a valid trade-mark, saying: 


But it is well settled, we think, that a geographic name or term may 
acquire such a secondary meaning as to remove it from the “generic” or 
“descriptive” designation which renders it incapable of individual appropria- 
tion, and make it subject to rights which equity will, within proper limits, 
protect. In other words, a geographic name can, and frequently does, 
acquire a meaning which causes it to become something other than merely 
geographic, or solely geographic, or only geographic. 


The words “Old South” refer to a section of the United States, 
but it was held by the Circuit Court of Appeals for the Fourth Cir- 
cuit in Southeastern Brewing Company v. Blackwell, 80 F. (2d) 607 
(C. C. A. 4, 1935) [26 T.-M. Rep. 1], cert. den. 297 U. S. 717, 56 
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S. Ct. 591, that the words “Old South” also referred to a period in 
history and that because of this secondary significance they were 
subject to exclusive appropriation as a trade-mark for beer. Judge 
Soper dissented’ in that case, but solely on the ground that the 
prevailing party had not actually used the words on beer but had 
only advertised an intention to do so. 

While in Old Lexington Club Distilling Company v. Kentucky 
D. & W. Company, 234 F. 464 [8 T.-M. Rep. 113], it was held that 
the plaintiff was barred by laches from suing the defendant for in- 
fringement, the court said that “Old Lexington Club” was a valid 
trade-mark for whiskey, even though “Lexington” standing alone 
was merely geographic. 

The Circuit Court of Appeals for the Fourth Circuit in W. G. 
Reardon Laboratories v. B. & B. Exterminators, 71 F. (2d) 515 
[23 T.-M. Rep. 375] (C. C. A. 4, 1934) in holding the terms “Mouse 
Seed” and “Rat Seed’ not offensively descriptive as applied to 
rodent exterminators, among other things, said: 

Everyone is entitled to fairly describe the goods which he makes or 
sells and a mere descriptive mark or name cannot be appropriated as a 
trade-mark to the exclusion of all others who wish to use the same words. 
(Authorities cited.) Such words, if descriptive only, will not be valid as a 
trade-mark if reasonably indicative of the general nature or character of 
the article. (Authorities cited.) But, however, if the words are merely 
suggestive of the character of the goods or the properties which the users 
of the mark wish the public to attribute to them and not merely descriptive, 
the mark will be good. (Authorities cited.) The only question in this case, 
as to the trade-mark, is whether it is descriptive only and not susceptible of 
exclusive appropriation or whether it is uniquely suggestive. 

While that case dealt with a trade-mark challenged only on the 
ground of descriptiveness, exactly the same considerations apply 
when considering a challenge of a trade-mark on the ground that 
it is geographic. Southeastern Brewing Company v. Blackwell, 
supra. 

“All American” is suggestive of the geographic origin of the 
goods, but suggestiveness is no objection to a trade-mark. JW. G. 
Reardon Laboratories v. B. & B. Exterminators, supra. As was 
said by the Court of Customs and Patent Appeals In re Vortex Cup 
Company, 83 F. (2d) 821 [26 T.-M. Rep. 355] in holding the word 


cer 


l'rophy” not merely descriptive of high quality, a prize-winner: 
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times the best ones are), without being offensively descriptive. 

The term “All American” is suggestive of distinction, accomplish- 
ment, hardihood, supremacy, superiority, strength, endurance. In 
the sports pages of newspapers, in feature articles in magazines, 
in news reels, in many other places, a vast majority of Americans 
annually come into frequent contact with such terms as “All Ameri- 
can” and “All Southern.”” That vast body of Americans would im- 
mediately think of achievement in sport when hearing the term 
“All American.” When referring to an “All American” quarter- 
back that vast body of Americans would think of the best quarter- 
back in college football of the year. When the defendant applied 
the term to its handkerchiefs it suggested to the American public 
that its handkerchiefs possessed merit, distinction and superiority. 
No more well established secondary meaning can be imagined than 
that of the term “All American.” It is a term of double meaning 
and to that fact it largely owes its value as a trade-mark. This 
case is thus brought clearly within the principle of In re Plymouth 
Motor Corporation, supra (Plymouth), and Southeastern Brewing 
Company v. Blackwell, supra (Old South). 

The Trade-Mark Act of 1905 in its provisions relating to regis- 
trability of trade-marks is merely declaratory of the common law on 
the appropriation of trade-marks. That act provides in section 85 
that a trade-mark that is “merely a geographic name or term”’ shall 
not be registered. In re Plymouth Motor Corporation, supra, quot- 
ing Hercules Powder Company v. Newton, 266 F. 169,172 (C.C. A 
2), it is said: 


“Merely descriptive” means only descriptive or nothing more than 
descriptive. 


So “merely geographic” means only geographic or nothing more 
than geographic, and it was so held in the Plymouth case. The term 
“All American” with its well established secondary meaning is thus 
not within the prohibition of the act. 


I must, therefore, conclude that the plaintiff is not entitled to 
the injunction prayed for. 


Counsel may present an order in accordance with the views herein 
expressed. 
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The Findings of Facts and Conclusions of Law, required by the 
Federal Equity Rule, have been made, and will be filed herewith. 


CaRNATION Co. v. CALIFORNIA GroweERS WINERIES, INC. 


CARNATION Co. v. CALIFORNIA Growers WINERIES, INC. 
United States Court of Customs and Patent Appeals 
Oppositions Nos. 14,346 and 14,347 
June 6, 1938 


Trape-Marks—Opposition—Corporate Name CriauseE—Fariture to PLEap. 
In a trade-mark opposition where appropriation by appellee of ap- 
pellant’s corporate name as a trade-mark was not pleaded by appellant, 
the latter held to have waived such pleading. 
Trape-M arks—Opposirion—“CarNATION”—MiLK Propucts, AND WINE AND 
Branpy—Goops or DirrereNt Descriptive PROPERTIES. 
In an opposition proceeding involving the word “Carnation,” held 
that milk and milk products are of different descriptive properties from 
wine and brandy. 


On appeal from a decision of the Commissioner of Patents, dis- 
missing a trade-mark opposition. Affirmed. For the Commissioner’s 
decision, see 27 T.-M. Rep. 348. 


C. P. Goepel, of New York City, for appellant. 
Charles R. Allen, of Washington, D. C., and William G. MacKay, 


of San Francisco, Calif., for appellee. 


Jackson, J.: These are two appeals from decisions of the Com- 


missioner of Patents affirming those of the Examiner of Trade-Mark 


Interferences which dismissed the notices of opposition in Opposi- 


tions Nos. 14,346 and 14,347. In both proceedings the issues are 
identical. Both were submitted on the same record and were briefed 
and argued here together. Both will be disposed of in a single 
opinion. 

Appellee, a dealer in wines and brandy, who is an applicant for 
registration of its trade-mark “Carnation,” filed one application, 
Serial No. 356,688, as applied to wines, and another, Serial No. 


356,689, as applied to brandy. The said applications were filed 
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October 3, 1934, and in both cases allege continuous use of the 
mark as applied to the said goods of appellee’s business since 
September 27, 1934. 

Appellant, a dealer in milk products, filed notice of opposition 
against each of the said applications, alleging use of the word 
“Carnation,” as a trade-mark by it and its predecessor in business 
since about November 1, 1899, and also alleging ownership of four 
registered trade-marks consisting of er containing the name “Carna- 
tion” as applied to milk products. The earliest of said trade-marks 
was registered June 26, 1906. 

The oppositions are based solely upon the ground of the confu- 
sion-in-trade clause of Section 6 of the Trade-Mark Act of February 
20, 1905. 

On January 18, 1935, appellee filed motions to dismiss the said 
notices of opposition, but consideration of the motions was deferred 
by the Examiner pending confirmation by appellant that its sole 
ground of opposition was the aforesaid clause of the said Trade- 
Mark Act. 

After appellant had confirmed its ground of opposition as afore- 
said, issue was joined by appellee’s answers filed March 21, 1935, 
praying that the notices of opposition be dismissed. 

Testimony was taken by appellant. Appellee took none. The 
evidence establishes that the trade-mark “Carnation,” as applied to 
appellant’s goods, has for many years been widely advertised at 
great cost, and that a huge volume of business has been developed 
in the said goods under the said trade-mark “Carnation.”’ 

Appellant, in its brief, argues that under the name clause of Sec- 
tion 5 of the aforesaid act we should consider that appellee seeks 
to appropriate the essential part of its corporate name. This we 
are unable to do for the reason that this clause was not pleaded in 
the notices of opposition. Our holding in this respect follows the 
case of Emerson Electric Manufacturing Company v. Emerson Radio 
& Phonograph Corporation, 24 C. C. P. A. (Patents) 1279, 90 F. 
(2d) 381 [27 T.-M. Rep. 473], in which the name clause had not 
been pleaded. In that case the court said that 










CARNATION CO. V. CALIF. GROWERS WINERIES, INC. 319 


On appeal, the Commissioner called attention to the fact that the name 
clause was not set up in the notice of opposition. This is true, and hence, as 
said by the Commissioner, must be considered as waived by the opposer. 
This doctrine was announced in Rookwood Pottery Co. v. Wilhelm Com- 
pany, 42 App. D.C. 1.... 


The decisions of the tribunals below held that the products in- 
volved do not possess the same descriptive properties, and that there 
is no likelihood of confusion as to source of origin. 

The Commissioner stated, in his decisions, as follows: 


In the two applications involved California Growers Wineries, Inc., seeks 
registration of the word “Carnation” as a trade-mark for wines and brandy, 
respectively. As a bar to such registration the opposer, Carnation Com- 
pany, relies upon its prior use and registration of the same mark for con- 
densed milk, malted milk, “whole dry milk and skimmed dry milk and 
desiccated milk,” and milk chocolate. It is not alleged in the notices of 
opposition that these goods are of the same descriptive properties as wine 
or brandy, but it is averred that confusion as to origin would probably 
result from applicant’s use of its mark on such products, and that “many 
of opposer’s prohibition customers may cease altogether to be customers of 
opposer, and become patrons of other milk producers, because they will 
resent purchasing and using a milk product having the same trade-name as 
wine products.” Opposer thus concludes that it would be injured by the 
registration of applicant’s mark. 

In Mohawk Milk Products Co. v. General Distilleries Corporation, 469 
O. G. 775, 30 U. S. P. Q. 281 [26 T.-M. Rep. 670], it was held by this 
tribunal that canned milk and gin are of different descriptive properties, 
and that no confusion would be reasonably likely to result from their sale 
under identical trade-marks. I am clearly of the opinion that the same 
ruling must be made with respect to the goods involved in the instant case. 
The purchasing public must be credited with at least a modicum of intel- 
ligence, which condition would seem to be incompatible with the occurrence 
of either ground of possible damage pleaded by opposer. 


Since we are of opinion that we should be governed in our deci- 
sion of these appeals by the case of Mohawk Milk Products Co. v. 
General Distilleries Corporation, 25 C. C. P. A. (Patents) ——, 
95 F. (2d) 334 [28 T.-M. Rep. 202], which was decided by this 
court subsequently to the Commissioner’s decisions in these appeals, 
it is not considered necessary to discuss the cases cited by appellant 
in support of its contention. 

In the Mohawk Milk Products Co. case, supra, the facts were 


practically identical with those in the instant appeals. The opposi- 


tion in that case involved the words “Gold Cross” as applied to gin 


by the appellee, and as applied to canned milk by the appellant. 
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We held, in that case, that gin and canned milk do not belong to the 
same class of beverages, and do not possess the same descriptive 
properties. The same distinction applies in these appeals and we 
accordingly hold that wine and brandy do not belong to the same 
class of beverages as the milk products of appellant and, therefore, 
are not goods of the same descriptive properties. 

In that case we stated that 


There is no testimony that gin is ever sold in cans. It was the opinion 
of the witnesses that customers who are prohibitionists, upon seeing the 
mark “Gold Cross” applied to gin, would conclude that appellant had added 
the liquor business to its milk business, and that such customers would, for 
that reason, cease buying appellant's products, to the damage of appellant. 


Similarly in these appeals there is no testimony that wine or 
brandy is sold in cans. Witnesses in the present issues testified in 
generally similar fashion to those in the Mohawk Milk Products Co. 
case, supra, with respect to likelihood of confusion of origin of the 
goods as above set out. 

Accordingly, the decisions of the Commissioner of Patents are 
affirmed. 





DECISIONS OF THE COMMISSIONER OF PATENTS 
Act of 1920—Composite Mark 


Frazer, A. C.: Held that applicant is entitled to register, 
under the Act of 1920, a mark, the dominant feature of which is 
the name of an individual not distinctively displayed, although it 
had a somewhat arbitrary design associated therewith. 

In his decision, after stating that an opposition to the registra- 
tion had been dismissed but the mark held unregistrable because 
the name of an individual, not distinctively displayed, and that 
registration under the Act of 1920 had later been refused because 
the mark contained a design which is arbitrary subject matter, the 
Assistant Commissioner said: 


Concerning the mark sought to be registered the Examiner of Interfer- 
ences had the following to say in his decision in the opposition proceeding: 

“The mark disclosed in the drawing of the applicant consists, essentially, 
of the notation ‘Dubonnet’ displayed across a circular device enclosing what 
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may be described as the representation of a fish in the act of leaping from 
the water, the name and pictorial feature being enclosed by a substantially 
rectangular broken-line frame or border. While of course it is true that 
this mark is a composite one, it is deemed to be equally true that the dominat- 
ing feature, and the name by which applicatrt’s goods would be distinguished 
from the products of others, is the name ‘Dubonnet.’ ” 

The goods described in the application being canned sardines, it will thus 
be seen that the mark comprises the combination of a descriptive design 
and a surname; and I agree with the Examiner of Interferences that the 
name is its dominating feature. 


Then, after noting the decision of the Commissioner of Patents 
in Ex parte Ternstedt Manufacturing Co., 151 M. D. 91 [16 T.-M. 
Rep. 93], in which registration under the Act of 1920 had been re- 
fused of a mark consisting of the notation ““Hevy Duty Hardware’”’ 


in association with a picture of a truck, and quoting from that deci- 
sion, he said: 


That decision seems to have been construed by the Examiner of Trade- 
Marks as prohibiting registration under the 1920 Act of all marks which 
include arbitrary matter. I do not think it need be so construed. Obviously 
the words of the adjudicated mark were purely descriptive and incapable 
of trade-mark significance, and therefore could not have been used “in a 
trade-mark sense.” Had they been so used, I doubt that the Commissioner 
would have refused the registration applied for merely because the mark 
also included matter which in their absence would have been registrable 
under the Act of 1905. 

The Act of March 19, 1920, provides for the registration thereunder of 
all marks “not registrable under the Act of February 20, 1905, as amended, 
except those specified in paragraphs (a) and (b) Section 5 of that act, 
but which have been in bona fide use for not less than one year... .” 
I agree with the conclusion expressed in Ex parte Ternstedt Manufacturing 
Co., supra, that this language was not intended to embrace technical trade- 
marks, unregistrable under the Act of 1905 merely because they include 
descriptive or other prohibited matter “which might or might not have been 
used in a trade-mark sense.” But I think that marks in which a dominant 
or essential feature, of unquestioned trade-mark significance, prevents 
registration without disclaimer under the Act of 1905, and which otherwise 
meet the requirements of the Act of 1920, are registrable under the latter 
act even though they include features of an arbitrary character.! 


Act of 1920—Non-Descriptive Term 


Frazer, A. C.: Held that applicant is not entitled to register, 
under the Act of 1920, the word ‘“‘Salinos’” as a trade-mark for a 


laxative and cathartic medicine, registration having been refused 


1 Ex parte Victor M. Caldron Company, Inc., Ser. No. 380,824, 163 
M. D. 37, April 30, 1938. 
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by the Examiner on the ground that the mark was merely the name 
of the goods and incapable of trade-mark significance. 

In his decision, after noting that the mark had originally been 
registered under the Act of 1905 for substantially the same goods 


and that registration had been permitted to expire, the Assistant 
Commissioner said: 





“Salinos” is the Spanish equivalent of the English adjective “saline,” which 
is defined in Webster’s New International Dictionary as “consisting of or 
pertaining to the salts of the alkali metals or of magnesium; as, a saline 
cathartic.” That the word is descriptive of applicant’s goods is clear 
beyond argument, and its registration under the Act of 1905 was properly 
refused. I am not convinced, however, that it is so entirely devoid of 
trade-mark significance as to be unregistrable under the 1920 Act; and in 


view of applicant’s long use I think any doubt in that regard should be 
resolved in applicant’s favor.? 













Conflicting Marks 


Frazer, A. C.: Held that applicant is not entitled to register a 
certain trade-mark for specified building materials, in view of the 
use of a certain other mark by opposer upon substantially identical 
goods. 


With reference to the similarity of the marks, the Assistant Com- 
missioner said: 












Both marks are pictorial in character. Each includes the representation 
of a gabled house, above which arises a tower-like structure. Applicant’s 
design is more severely geometrical and somewhat less elaborate in detail 
than opposer’s. Also opposer’s mark has no border, while applicant’s is 
partially outlined by four parallel lines extending down the sides and 
forming a curved base. Other differences are immediately apparent when 
the two marks are placed side by side; and when so compared they are, of 
course, readily distinguishable. It may even be that in the view of some 
observers the features of dissimilarity would so predominate that neither 
mark could be confused with the other under any circumstances. The 
general impression, however, that either mark would seem most likely to 
leave upon the average mind, is that of a gabled house and some towers. 
That the concurrent use of both, on identical merchandise, would be likely 
to lead to confusion, is not, in my opinion, so free from doubt as to war- 
rant the registration applied for.® 















2 Ex parte American Drug & Chemical Co., Ser. No. 397,694, 163 M. D. 
26, April 22, 1938. 

3 United States Gypsum Company v. Reynolds Corporation, Opp’n No. 
15,454, 163 M. D. 17, April 9, 1938. 
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Frazer, A. C.: Held that applicant is not entitled to register 
the notation ““White Beauty,” as a trade-mark for blankets, sheet- 
ing, linens, etc., in view of the prior adoption and use by opposer 
of the term “American Beauty” associated with a picture of a 
bouquet of roses, on sheets, pillowcases and bedspreads. 

In his decision the Assistant Commissioner said: 

I think the opposition was properly sustained. There are, of course, sub- 
stantial differences between the two marks, the most striking of which lies 
in the pictorial feature of the mark of opposer. I agree with the Examiner, 
however, that this feature alone is not of sufficient importance to insure 
against the likelihood of confusion; and that the expressions “American 
Beauty” and “White Beauty,” by which the respective goods of the parties 
would necessarily be known and called for, are so nearly similar in sound, 
appearance and significance that the concurrent use of the marks on the 
particular goods involved would be reasonably likely to confuse the public 
and to deceive purchasers.* 

Frazer, A. C.: Held that applicant is not entitled to register, 
as a trade-mark for lubricating oils and cup grease and high pres- 
sure lubricants, a mark consisting of applicant's name somewhat dis- 
tinctively displayed in association with the facial pictures of three 
men, in view of the prior registration by opposer of certain trade- 
marks for substantially the same goods, which include the word 
“Pep.” 

With respect to two of these marks, of which opposer claimed 
ownership as assignee, the Assistant Commissioner said: 

Its proofs with respect to the first are not entirely satisfactory, and as 
to the second I am constrained to agree with the Examiner of Interfer- 
ences that opposer has totally failed to establish its claim. In my opinion, 
however, neither of these registrations is essential to opposer’s case. 

Then, with reference to the other three marks, after stating 
that the one most extensively used by opposer appears to be “Purol- 
Pep” and that there was no evidence that the other two had been 
abandoned and the certificates of registration constitute prima facie 
evidence of ownership, he said: 

All three of these registrations cover merchandise substantially the same 
as that of applicant. In each mark the word “Pep” is a prominent and es- 


sential feature, and its common occurrence in all three serves to emphasize 
its association with opposer’s goods. Applicant’s mark is dominated by the 


4 Defender Mfg. Co., Inc. v. Cavendish Trading Corporation, Opp’n No. 
16,057, 163 M. D. 19, April 11, 1938. 
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words “Pep Boys” by reason of their being printed in much larger letters 
than the other words of the mark; and, because of its position at the be- 
ginning of the notation, “Pep” is the word most likely to be noticed and 
remembered by the casual observer. I agree with the Examiner that the 
marks must be considered as a whole, but when so considered I can not 
escape the conviction that in view of the character and substantial identity 
of the goods involved there is at least some likelihood of confusion between 


applicant’s mark and each of opposer’s marks, “Purol-Pep,” “Puro-Pep” 
and “Poco Pep.” 


Frazer, A. C.: Held that applicant is not entitled, as assignee 
of “Big 4” Distilleries, Inc., to register as a trade-mark for whisky, 
gin and brandy, the words “Royal Oak,” in view of the prior regis- 
tration by opposer of the words “Charter Oak”’ for the same goods. 

In his decision, after noting applicant’s contention that the 
record presents a question of ownership of the pleaded registration 
since no sales of goods bearing the “Charter Oak” trade-mark had 
been proven and ownership of the registration had not been proven, 
the Assistant Commissioner noted that the notice of opposition stated 
that an application had been caused to be filed in the Patent Office 
and on that application registration No. 311,038 was granted and 
that in the answer applicant admitted that trade-mark registration 
was granted on a certain date, but was uninformed that opposer had 
caused the application to be filed or that the registration was granted 
to the opposer. He then said: 

I think this was a sufficient admission of opposer’s ownership of the 
registration referred to, and that no proof of such ownership was necessary. 
Ely & Walker Dry Goods Co. v. Sears, Roebuck § Co., 24 C. C. P. A. 1244, 
90 F. (2d) 257 [27 T.-M. Rep. 462]. And according to the same authority 
“ownership implies use,” so that it was likewise unnecessary for opposer to 
prove sales under the registered mark. 

With reference to the marks themselves, he said: 


In my opinion each of the notations “Royal Oak” and “Charter Oak” is 
dominated by the noun “oak,” the words “royal” in the one and “charter” in 
the other functioning merely as modifying adjectives. Moreover, the words 
“royal” and “charter” are likely to be somewhat closely associated in the 
minds of many by reason of the frequent occurrence in colonial history of 
the expression “royal charter.” 


He then noted that a number of decisions had been cited by the 


Examiner of Interferences in which marks less similar than those in 


° The Pure Oil Company v. The Pep Boys—Manny, Moe & Jack, Opp’n 
No. 14,513, 163 M. D. 23, April 21, 1938. 
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issue in this case had been held to be confusingly similar and noted 
the decision of the Court of Customs and Patent Appeals in Doyle v. 
John Morrell & Co., 24 C. C. P. A. 1093, 88 F. (2d) 721, 484 O. G. 
744 [27 T.-M. Rep. 260], in which “Strongheart” and “Red Heart” 
had been held confusingly similar as applied to the same goods. He 
then said: 

So here I think the concurrent use of “Royal Oak” and “Charter Oak” 


as trade-marks for identical merchandise of the character involved would 
inevitably lead to confusion.® 


Frazer, A. C.: Held that applicant is not entitled to register, 
as a trade-mark for ladies’ and misses’ knitted dresses, skirts and 
suits, the term “Ros-Cuna,” in view of the prior adoption and use by 
opposer of the term “‘Valcuna,” as a trade-mark for the identical 
merchandise. 

In his decision, after stating that a careful consideration of the 
record constrained the holding that the absence of a likelihood of 
confusion was not so clear as to warrant the registration asked for, 
the Assistant Commissioner said: 


Both marks are fanciful in character, and as pointed out by the Court 
of Customs and Patent Appeals in the recent case of The Bon Ami Co. v. 
McKesson & Robbins, Inc., 93 F. (2d) 915 [28 T.-M. Rep. 87], “confusion 
is thus more likely to occur than if they were ordinary words used in every- 
day conversation.” 


Then, after noting applicant’s argument that the term “Valcuna” 
is derived from the word “vicuna,”’ which is the name of a small 
mammal of the Northern Andes having fine and valuable wool, he 
said: 

That may be true, but even “vicuna” is not a word in common use, and 
“cuna” alone has no English meaning except as indicating a member of an 
obscure Indian tribe. In my opinion the word “Valcuna” is arbitrary and 
meaningless, as is likewise applicant’s notation “Ros-Cuna.” 

Then, after noting that in the “Bon Ami” case the Court of 
Customs and Patent Appeals had held that “Shav-Ami” used on 
shaving cream, was likely to cause confusion with the term “Bon 
Ami” used on soap, he said: 

6 Continental Distilling Corporation v. “Big 4” Distillers, Inc. (Hiram 


Walker & Sons, Inc., Assignee, Substituted), Opp’n No. 13,973, 163 M. D. 
29, April 23, 1938. 
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Manifestly those marks are no more similar than are the marks here in 
issue; nor were they applied to identical goods, whereas these marks are.’ 


Frazer, A. C.: Held that applicant is not entitled to register, as 
a trade-mark for ladies’ knitted dresses, the words “Goth-Cuna,” in 
view of the prior adoption and use by opposer of the term “Valcuna” 
as a trade-mark for the same goods. 

The reasoning on which this decision is based is the same as that 
in the case of New York Knitting Mills, Inc. v. Rosanna Knitted 
Sportswear, Opp’n No. 15,726, above. 

In his decision, with reference to the likelihood of confusion, the 
Assistant Commissioner also said: 


This likelihood is somewhat enhanced by the fact that applicant, inten- 
tionally or otherwise, has copied rather closely the style of lettering that 
characterizes opposer’s mark, and by the further fact that the knitted dresses 
to which applicant applies its mark appear to be substitional copies of 
those dealt in by opposer.*® 


Corporate Names 





Frazer, A. C.: Held that applicant is not entitled to register, 


as a trade-mark for certain medicines, the notation “Vi-Tabs,” be- 
cause it is the salient feature of opposer’s corporate name. 

In his decision, after noting that the main contention urged on 
appeal was that applicant’s alleged predecessors in interest had 
adopted and used the mark before the date of opposer’s incorpora- 
tion, the Assistant Commissioner said: 


The question thus presented has been given careful consideration by this 
tribunal in at least four decisions, and it has been uniformly held that the 
quoted language of the statute must be construed as preventing registra- 
tion of a corporate name, unless distinctively displayed, without regard to 
priority of use. S. BE. & M. Vernon, Inc., 146 M. D. 487; Cracker Jack Co. v. 
Aspegren & Co., 342 O. G. 3, 1926 C. D. 2 [16 T.-M. Rep. 427]; Cracker Jack 
Co. v. Aspegren & Co., 151 M. D. 549 [17 T.-M. Rep. 545]; National Dairy 
Products Corporation vy. Allied Mills, Inc., 469 O. G. 773 [27 T.-M. Rep. 
494]. 


Then, after quoting from the last of the above decisions, he said: 

7 New York Knitting Mills, Inc. v. Rosanna Knitted Sportswear, Opp’n 
No. 15,726, 163 M. D. 33, April 28, 1938. 

* New York Knitting Mills, Inc. v. Gotham Knitting Mills, Inc., Opp’n 
No. 15,264, 1636 M. D. 32, April 28, 1938. 
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For the purpose of this decision it may be assumed that applicant’s mark 
was in use by a predecessor before the date of opposer’s incorporation. It 
should be noted, however, that opposer was organized in 1933, while in its 
application for registration applicant claims to have used its mark only 
since January 15, 1935. To establish a date prior to 1933 applicant relies 
upon certain assignments, which require no comment here other than to say 
that they are of such doubtful character as to be of little help to applicant 
even were the matter of dates material.® 


Frazer, A. C.: Held that applicant is not entitled to register, 
under the Act of 1905, the word ““Vogue”’ as a trade-mark for soap 
in chip or flake form. 

The ground of the decision is that this term is the corporate 
name of “The Vogue,” a corporation of the State of Georgia. 

In his decision the Assistant Commissioner said: 


Manifestly the name and the mark are substantially identical, and as no 
claim is made that the latter is displayed in a “particular or distinctive 
manner” it seems clear that the registration applied for is expressly for- 


bidden by the so-called name clause of Section 5 of the Act of February 20, 
1905. 


Then, after stating that in the brief on appeal it was urged that 
while the Examiner had followed the only course which under the 
circumstances he could take, the Commissioner ought, in his judicial 


capacity, to interpret Section 5 of the Trade-Mark Act in a fashion 


which is more consistent with the ordinary rule for interpreting 
statutes, he said: 


It appears that The Vogue, though still a legally existing corporation, 
has not been actively engaged in business for several years, and that it 
never did deal in the particular merchandise to which applicant’s mark is 
applied. It is thus argued with considerable force that the corporation 
could not conceivably be injured by registration of the mark, and that under 
such circumstances no good reason exists for the statutory prohibition 
against registration. That, however, is a matter over which the Patent 
Office has no control, nor does the language of the statute leave room for 
the exercise of administrative discretion. 

* + + 

No requirement is made that the corporate owner of the name sought to 
be registered shall be engaged in business, nor is it material that use of the 
mark would neither result in confusion nor injure the corporation. If the 


mark is the name of a corporation the Patent Office has no alternative but 
to refuse registration.!° 


° Vitab Products, Inc. v. Knox Company, Opp’n No. 15,592, 163 M. D. 20, 
April 12, 1938. 

10 Ex parte Harris Soap Company, Ser. No. 268,371, 163 M. D. 34, April 
29, 1938. 
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Descriptive Terms 


Frazer, A. C.: Held that applicant is not entitled to register, 
as a trade-mark for caps for glass jars and glass containers for 
preserving foods, a mark consisting of a representation of such a 
cap attached to the top of the jar, a hand holding a spoon with 
which the cap is being tapped, and musical notes depicting the re- 
sulting sound. 


In his decision the Assistant Commissioner stated that it was 
pleaded in the notice of opposition and amply established by the 
evidence that this mark is merely a pictorial illustration of a method 
in common use for determining whether a perfect seal is effected 
when the cap is attached to the glass jar or container. He then said: 


If the seal is adequate the tapping of the cap with a metal instrument, 
such as a spoon, causes a ringing musical sound; otherwise the sound is dull. 
Opposer, being also a manufacturer of caps for glass jars, claims that it 
has the right to illustrate the proper use of its product in this accepted 


manner, and that it would thus be damaged by the registration applied for. 
That this claim is well founded I have no doubt. 


Then, after stating that it is well settled that a word as a trade- 
mark has the same effect as a picture, if the word means the same 
as a picture, and that the converse is necessarily true, he said: 


No one would seriously attempt to register as a trade-mark mere written 
instructions as to the manner of using his goods, and I think applicant’s 
mark is nothing more than the pictorial equivalent of such written instruc- 
tions. That the mark was devised with precisely that purpose in view was 
frankly admitted in her testimony by applicant’s president, who described 
it as “the embodiment of the point we were trying to get across to our 


customers” in previous instructions as to the most desirable way to test for 
proper sealing. 


He then noted appellant’s argument that the mark is not merely 
descriptive because it includes elements which are purely arbitrary, 
and said: 


Aside from the musical notes, the features thus referred to serve only 
as a background against which the descriptive features are displayed, and 
do not in my opinion save the mark as a whole from being merely descriptive. 
As to the musical notes themselves, the expedient thus adopted to indicate 
sound has become so common as to have no other probable significance to 
the average observer. It is the association of these notes with the tapping 
spoon that renders the mark essentially descriptive.!! 


11 Crown Cork & Seal Co., Inc. v. Kerr Glass Manufacturing Corporation, 
Opp’n No. 14,537, 163 M. D. 27, April 23, 1938. 
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Goods of Same Descriptive Properties 


Frazer, A. C.: Held that White House Milk Co., Inc., as as- 
signee of White House Milk Products Co., was not entitled to regis- 
ter the term “White House” in association with a picture of the 
White House, as a trade-mark for canned, unsweetened evaporated 
milk, in view of the prior adoption and use by Dwinell-Wright Com- 
pany of substantially the same mark, as a trade-mark for coffee and 
tea, and that the registration which had been obtained by the White 
House Milk Products Co. should be cancelled. 

In his decision he stated that, since it was not claimed that the 
petitioner for cancellation had abandoned the use of its mark, the 
only question to be considered was whether the registrant was en- 
titled to its registration at the date of its application therefor; and 
that question depended upon whether or not the goods were of the 


same descriptive properties. 


He then, after stating that it must be regarded as settled today 


that canned milk is of the same descriptive properties as coffee and 
tea and that the Examiner of Interferences had based his decision 
on the grounds that the goods would not have been so considered at 


the time that the registration was granted in 1918, said: 


I am unable to adopt the Examiner’s reasoning. The goods are the 
same now as they were in 1918, as is also the language of the statute. If 
confusion is now likely to result from the concurrent sale of canned milk 
and coffee under identical trade-marks that likelihood was _ necessarily 
present when respondent filed its application. Respondent’s registration 
should have been refused because the mark was owned, registered and in 
use by petitioner, and “appropriated to merchandise of the same descriptive 
properties,’ when respondent’s application was filed. Any views to the 
contrary then entertained in the Patent Office have since proved to be 
erroneous; and surely such administrative error cannot be said to have 
conferred upon respondent the right to use petitioner’s trade-mark. 


Then with respect to the argument that petitioner was estopped 
because it had been aware of respondent's use of the mark and had 
failed to object to such use, he said: 


At least since the decision of the Court of Customs and Patent Appeals in 
Cluett, Peabody §& Co. v. Hartogensis, 17 C. C. P. A. 1166, 41 F. (2d) 94 
{20 T.-M. Rep. 452], it has been accepted doctrine that the language of 
Section 13 of the Trade-Mark Act, to the effect that application to cancel 
a registration may be made “at any time,” precludes the defense of laches 
in a cancellation proceeding instituted under the provisions of that section. 
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With respect to respondent’s argument that petitioner’s conduct 
amounted to “affirmative acts” as distinguished from “mere laches,” 
he said: 

I think such conduct may be here considered as nothing more than 
evidence of petitioner’s passive acquiescence in respondent’s use of the 
mark. It is probable that a court of equity would refuse to enjoin respond- 
ent’s continued use of the mark upon its particular goods; but as was said 


by the Court of Customs and Patent Appeals in Procter § Gamble Co. v. 
J. L. Prescott Co., 22 C. C. P. A. 1173, 77 F. (2d) 98 [25 T.-M. Rep. 351]: 


“This Patent Office cancellation proceeding is governed by the terms of 
the statute, and its terms are not indefinite. It is intended to afford a means 
of canceling certain registrations, among them registrations which should 
not have been allowed. Registration is based upon the right of the registrant 
to the exclusive use of the mark sought to be registered. Equity frequently 
permits more than one person to use the same mark, since the conduct of 
the parties may affect the exclusive right to use. We have frequently pointed 
out this difference between our jurisdiction and that of the court of equity.” 

With respect to the argument that no actual confusion had been 
shown and in view of the long period of time during which the marks 
had been used, that circumstance was persuasive that confusion 
was unlikely, he said: 

That lack of actual confusion may properly be considered in determining 
the question of probable confusion has been expressly recognized by the 
Court of Customs and Patent Appeals in the very recent case of E-Z Mills, 
Inc. v. Martin Brothers Co., decided March 28, 1938 [28 T.-M. Rep. 207]. 


But, as pointed out in the opinion, “such evidence cannot be controlling ;” 
(Citing Procter & Gamble Co. v. J. L. Prescott Co., supra) .'* 


Non-Conflicting Marks 


Van Arspace, A. C.: Held that applicant is entitled to register, 
as a trade-mark for powder puffs, a composite mark which includes 
the words ‘‘Fleecy Fluff,” having thereunder a picture of a lamb in 
a leaping position extending across a black background, the upper 
part of which is designed to be suggestive of the sun, and across the 
lower part is a design which seems to depict growing flowers, not- 
withstanding the prior registration by opposer of a composite trade- 
mark for the same goods comprising two concentric circles with the 
word “Hygienol” between them and a representation of the head and 


12 Dwinell-Wright Company v. White House Milk Products Co., Canc. 
No. 3051, 163 M. D. 14, April 8, 1938. 
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shoulders of a sheep or lamb with a medallion bearing a morogram 
formed by the letters ML hung from the neck thereof. q 

The ground of the decision is that the marks are not confus- 
ingly similar. 

In his decision the Assistant Commissioner said: 


The marks are entirely dissimilar except in that both include as a part 
thereof a representation of a lamb. Even these representations of a lamb 
are radically distinct and different. The words “Hygienol” and “Fleecy 
Fluff” are very prominent in the marks. Opposer’s puffs are sold in the 
trade under the name “Hygienol.” Applicant’s puffs are sold in the trade 
under the style or lot number “900.” There is no showing that the puffs of 
either party have ever been called for by the name “Lamb” or by reference 
to a representation of a lamb. 


He then, after referring to certain notations appearing on the 
containers filed with applicant's application, said: 

It is my opinion that in the environment and under the circumstances 
noted and considering both marks in their entirety, the marks are not ren- 
dered confusingly similar by the inclusion in both of the particular repre- 
sentations of a lamb as they appear in the marks and that the concurrent 


use of both marks by the parties on powder puffs will not cause likelihood 
of confusion or deception as to the true source of supply of the goods.'* 


Non-Descriptive Terms 


Frazer, A. C.: Held that American Oil Company, of Peoria, 


Ill., was entitled to register the term “Pep” as a trade-mark for 


gasoline and fuel oil for combustion motors, and that the registra- 
tion which it had obtained should not be cancelled. 

The ground of the decision is that the petitioner for cancellation 
has not shown itself to be damaged with the registration and that 
the word is not descriptive of the goods. 


It appears that petitioner for cancellation is a dealer in lubricat- 
ing oils and greases and alleges that the term “Pep” is descriptive 
of the goods and hence unregistrable. 

In his decision, after stating that the Examiner of Interferences 
had merely held that the petitioner was not damaged by the regis- 


tration, the Assistant Commissioner said: 


‘8 The Hygienol Co., Inc. v. Jeannette Powder Puffs, Inc., Opp’n No. 
15,513, 163 M. D. 21, April 16, 1938. 
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While I am in substantial agreement with the Examiner’s ruling with 
respect to petitioner’s showing of damage, I am also clearly of the opinion 
that the word is not descriptive of such goods, and I think the petition 
should have been dismissed on that additional ground. 


Then, with reference to the mark itself, after citing dictionary 
definitions of the term “Pep,” he said: 

I am unable to believe, however, that any of these terms, or the slang 
word which they define, is likely to be used in describing gasoline, to say 
nothing of fuel oil. Respondent’s mark is, of course, suggestive of a pos- 
sible quality or characteristic of its goods, but that does not affect its 
validity as a trade-mark. 

Then with reference to the decision of the Circuit Court of Ap- 
peals of the Fourth Circuit in Pepsi-Cola Co. v. Krause Bottling 
Co., et al., 92 F. (2d) 272 [27 T.-M. Rep. 734], in which the term 
“Pep” was held to be descriptive of a soft drink, he said: 

The only analogy between that case and this is that the marks are the 
same. Obviously the degree of descriptiveness of nearly any word depends 
on the goods with which it is used, and it is difficult to conceive of two 


items of merchandise having less in common than do soft drinks and gaso- 
line.14 


Frazer, A. C.: Held that applicant is entitled to register the 
notation “Bank Night,” as a trade-mark for “films for theatrical 
use.” 

In his decision, after noting that the opposer had not appealed 
from an adverse decision but the applicant had appealed from an 
ex parte refusal to register the mark, the Assistant Commissioner 
noted that the Examiner held the mark unregistrable for the fol- 
lowing reasons: 


The record herein is deemed to show that applicant’s films are used in 
connection with the awarding of sums of money held on deposit in banks, 
on designated nights, to the holders of numbers. .. . Under these circum- 
stances the Examiner is persuaded that the notation “Bank Night” is 
descriptive as applied to applicant’s goods and barred from registration 
by Section 5. 


He then said: 


Section 5 of the Trade-Mark Act prohibits the registration of “words 
or devices which are descriptive of the goods with which they are used, or 
of the character or quality of such goods.” In my opinion the words “Bank 


14 The Pep Boys—Manny, Moe and Jack v. American Oil Co., Canc. No. 
2870, 163 M. D. 24, April 21, 1938. 
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Night” do not describe films for theatrical use, nor any characteristic or 
quality thereof. The mark is, of course, suggestive of the intended use to 
be made of the goods, but I do not think that fact alone is a bar to its regis- 
tration. So far as the record discloses no one else has ever used the ex- 
pression in connection with films, and in that particular association I think 
it indicates origin in applicant, and is a valid trade-mark. 


Non-Geographical Term 


Frazer, A. C.: Held that applicant is entitled to register, under 
the Act of 1905, as a trade-mark for wheat flour, the notation “Bebe 
Agua” without any disclaimer of the term “Bebe.” 

In his decision, after stating that the Examiner of Trade-Marks 
had held the word “Bebe’”’ to be geographical and had cited in sup- 
port of his disclaimer the following decisions: Ex parte Hettrick 
Manufacturing Co., 475 O. G. 688, 32 U. S. P. Q. 164; Chippewa 
Springs Corporation v. J. Leinenkugel Brewing Co., 480 O. G. 695, 
33 U.S. P. Q. 556 [27 T.-M. Rep. 588], and Champion Spark Plug 
Co. v. Globe-Union Mfg. Co., 24 C. C. P. A. 1088, 88 F. (2d) 970 
[27 T.-M. Rep. 266], the Assistant Commissioner said: 

The first two of these cases are Commissioner’s decisions, in which 
language may be found to the effect that Section 5 of the Act of February 
20, 1905, forbids registration of all geographical terms, and that its asso- 
ciation with other matter does not render a geographical term registrable 
unless it is disclaimed. In Champion Spark Plug Co. v. Globe-Union Mf gq. 
Co., the Court of Customs and Patent Appeals defined the phrase “geo- 
graphical name or term,” as used in the statute, to mean “a nation, state, 
county, city, municipality, river, lake, or the like.” 

Then, after stating that he was still of the opinion that the 


statute makes no exception to the prohibition of the registration of 


geographical words and also is still of the opinion that a geographical 


term incorporated in a composite mark should be disclaimed, said: 


. . it nevertheless seems manifest that before either ruling may 
properly be applied the particular word or term involved should clearly 
appear to have a generally accepted geographical meaning. 

Then, with reference to the question whether the term “Bebe” 
is geographical within the meaning of the Trade-Mark Act, he said: 


‘8 Fay Barnes v. Affiliated Enterprizes, Inc., Opp’n No. 15,486, 163 M. D. 
18, April 11, 1938. 
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The specimen labels filed with the present application are printed in 
Spanish, and I doubt that the Spanish word “bebe” as there used would 
impress any observer as having a geographical significance. So far as 
I am aware the word has no English meaning. 

Bebe is a post office in Texas, serving thirty-five inhabitants. It is un- 
incorporated, is not a political subdivision of the state or county in which 
it is located, has no power of local self-government, and hence is not a 
“municipality” in any sense of the word. It is listed in the United States 
Official Postal Guide, but that fact alone does not in my opinion render it 
a “geographical name or term” within the meaning of th eTrade-Mark Act." 


No Trade-Mark Use 


Frazer, A. C.: Held that applicant is not entitled to register, 
under the Act of 1905, the notation “Lubri-Kate” as a trade-mark 
for goods described in the application as “cartoons published 
periodically.” 

The ground of the decision is that the specimens filed do not 
show use of the mark upon the goods within the meaning of the 
trade-mark statute. 

In his decision the Assistant Commissioner noted that in the 
brief for applicant it is stated that the cartoons involved consist of 
a pictorial representation of a mythical character ‘“Lubri-Kate,” 
accompanied by several lines of verse, and that the cartoons and the 
accompanying verses are printed on blotters which bear the name and 
the address of the applicant, and then said: 

One difficulty is that applicant is not seeking registration of its mark 
for blotters, and obviously it is not dealing in cartoons. As observed by the 
Examiner in his statement on appeal, “the cartoons merely form part of 
the attractive design on the blotters.” 

A more serious difficulty, and one not discussed by the Examiner, is that 
the mark as used is utterly devoid of trade-mark significance in relation to 
either cartoons or blotters. Its only appearance is at the end of the verse 
on each blotter, in the expression “Sincerely, Lubri-Kate.” It is thus used 
as a pseudonym of the verse writer, and in my opinion could have no other 
possible significance. Certainly it is not the title of the cartoons, and on 


no other theory could it be held registrable for the goods described in the 
application.!7 


16 Ex parte Tex-O-Can Flour Mills Company, Ser. No. 402,034, 163 M. D. 
35, April 30, 1938. 

17 Ex parte The Ohio Grease Co., Ser. No. 378,672, 163 M. D. 26, April 23, 
1938. 
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Scandalous Matter 


Frazer, A. C.: Held that applicant is not entitled to register, 
as a trade-mark for various items of women’s underwear the name 
“Queen Mary.” 

In his decision he noted that the Examiner in answer to his appeal 
had stated that the refusal of the registration was based on the 
ground that the application of the name of the “Dowager Queen of 
England as a trade-mark to the goods involved constitutes scandalous 
matter,” and also stated that the dictionary definition of “scandalous” 
is “shocking to the sense of propriety” and that the use of the former 
queen’s name in the manner used by applicant is shocking to the 
sense of propriety. 

The Assistant Commissioner then said: 


I have carefully considered the arguments advanced in applicant’s behalf, 
but I am constrained to agree with the Examiner’s conclusion. Furthermore 
I am of the opinion, and so hold, that within the meaning of section 5 of the 
Trade-Mark Act of 1905 the mark as presented “consists merely in the name 
of an individual” not distinctively displayed, and is unregistrable to ap- 
plicant for this additional reason.!* 


Surname 


Frazer, A. C.: Held that applicant is not entitled to register, 
under the Act of 1905, the name “Margot de Mar” as a trade-mark 
for ladies’ dresses, since it is merely the name of an individual, not 
written in any particular or distinctive manner. 

It appears that the name was written in script, but not by the in- 
dividual. 


In his decision after referring to an old decision in Ea parte 
John H. Wilkins Co., 128 M. D. 409 [8 T.-M. Rep. 467°], in which 
it had been held that the writing of a name in script, whether in the 
handwriting of the individual or not, was a sufficiently distinctive 
presentation of the mark to make it registrable, the Assistant Com- 
missioner said: 


I am unable to accept that reasoning. A man’s signature is distinctive 
because it identifies him; but when written by the hand of someone other 


18 Ex parte Martha Maid Manufacturing Company, Ser. No. 380,840, 163 
M. D. 7, March 22, 1938. 
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than the owner, a common nam: is little more distinctive than if printed in 
ordinary type. In National Cigar Stands Co. v. Frishmuth Bro. & Co., 
54 App. D. C. 275, 297 Fed. 348 [14 T.-M. Rep. 214], it was said by the Court 
of Appeals of the District of Columbia that the real purpose of the so- 
called name clause of the statute “was to permit an individual, firm, cor- 
poration, or association to register his or its name as a trade-mark, provided 
such registration be so accomplished as not to prevent a like use of the name 
by others similarly entitled.” It seems clear that such purpose would not 
be served by permitting individuals, firms, corporations and associations to 
register the names of others merely because reproduced in script. Doubtless 
an individual may authorize the use of his name as a trade-mark by another; 
but if its only distinctiveness of display resides in the fact that it is in hand- 
writing, I am clearly of the opinion that the handwriting must be that of 
the owner. 


He then, after referring to certain decisions of the courts, said: 


Assuming that the “autographic forming” of one’s own name meets this 
test, certainly there is no logical basis for holding also that it is met by the 
mere forming in script of the name of another. 

The decision in Ex parte John H. Wilkins Co., supra, is overruled.?® 


19 Ex parte Reliance Manufacturing Company, Ser. No. 376,862, 159 M. D. 
1080, February 9, 1938. 





